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CHAPTER 28-INFRINGEMENT OF PATENTS

Sec.
271 Infringement of patent.
272 Temporary presence in the United States.

35 U.S.C. 271 Infringement of patent.

(a) Except as otherwise provided in this title, whoever without authority makes, uses, offers to
sell, or sells any patented invention, within the United States, or imports into the United States any
patented invention during the term of the patent therefor, infringes the patent.

(b) Whoever actively induces infringement of a patent shall be liable as an infringer.

(¢ Whoever offers to sell or sells within the United States or imports into the United States a
component of a patented machine, manufacture, combination, or composition, or a material or
apparatus for use in practicing a patented process, constituting a material part of the invention,
knowing the same to be especially made or especially adapted for use in an infringement of such
patent, and not a staple article or commodity of commerce suitable for substantial noninfringing use,
shall be liable as a contributory infringer.

(d) No patent owner otherwise entitled to relief for infringement or contributory infringement
of a patent shall be denied relief or deemed guilty of misuse or illegal extension of the patent right by
reason of his having done one or more of the following:

1) derived revenue from acts which if performed by another without his consent would
constitute contributory infringement of the patent;

(2) licensed or authorized another to perform acts which if performed without his
consent would constitute contributory infringement of the patent;

(3) sought to enforce his patent rights against infringement or contributory
infringement;

4) refused to license or use any rights to the patent; or

(5) conditioned the license of any rights to the patent or the sale of the patented
product on the acquisition of a license to rights in another patent or purchase of a
separate product, unless, in view of the circumstances, the patent owner has
market power in the relevant market for the patent or patented product on which
the license or sale is conditioned.

(e)(1) It shall not be an act of infringement to make, use, offer to sell, or sell within the United
States or import into the United States a patented invention (other than a new animal drug or
veterinary biological product (as those terms are used in the Federal Food, Drug, and Cosmetic Act
and the Act of March 4, 1913) which is primarily manufactured using recombinant DNA,
recombinant RNA, hybridoma technology, or other processes involving site specific genetic
manipulation techniques) solely for uses reasonably related to the development and submission of
information under a Federal law which regulates the manufacture, use, or sale of drugs or
veterinary biological products.

2) It shall be an act of infringement to submit --

(A) an.application under section 505() of the Federal Food, Drug, and
Cosmetic Act or described in section 505(b)(2) of such Act for a drug
claimed in a patent or the use of which is claimed in a patent, or

(B) an application under section 512 of such Act or under the Act of March 4,
1913 (21 U.S.C. 151 - 158) for a drug or veterinary biological product
which is not primarily manufactured using recombinant DNA,
recombinant RNA, hybridoma technology, or other processes involving site
specific genetic manipulation techniques and which is claimed in a patent
or the use of which is claimed in a patent, if the purpose of such
submission is to obtain approval under such Act to engage in the
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commercial manufacture, use, or sale of a drug or veterinary biological
product claimed in a patent or the use of which is claimed in a patent
before the expiration of such patent.

3) In any action for patent infringement brought under this section, no injunctive or
other relief may be granted which would prohibit the making, using, offering to
sell, or selling within the United States or importing into the United States of a
patented invention under paragraph (1).

4) For an act of infringement described in paragraph (2)—

(A) the court shall order the effective date of any approval of the drug or
veterinary biological product involved in the infringement to be a date
which is not earlier than the date of the expiration of the patent which has
been infringed,

(B) injunctive relief may be granted against an infringer to prevent the
commercial manufacture, use, offer to sell, or sale within the United
States or importation into the United States of an approved drug or
veterinary biological product, and

© damages or other monetary relief may be awarded against an infringer
only if there has been commercial manufacture, use, offer to sell, or sale
within the United States or importation into the United States of an
approved drug or veterinary biological product.

The remedies prescribed by subparagraphs (A), (B), and (C) are the only remedies
which may be granted by a court for an act of infringement described in paragraph
(2), except that a court may award attorney fees under section 285.

(H)(1) Whoever without authority supplies or causes to be supplied in or from the United States
all or a substantial portion of the components of a patented invention, where such components are
uncombined in whole or in part, in such manner as to actively induce the combination of such
components outside of the United States in a manner that would infringe the patent if such
combination occurred within the United States, shall be liable as an infringer.

2) Whoever without authority supplies or causes to be supplied in or from the United
States any component of a patented invention that is especially made or especially
adapted for use in the invention and not a staple article or commodity of commerce
suitable for substantial noninfringing use, where such component is uncombined in
whole or in part, knowing that such component is so made or adapted and
intending that such component will be combined outside of the United States in a
manner that would infringe the patent if such combination occurred within the
United States, shall be liable as an infringer.

(8 Whoever without authority imports into the United States or offers to sell, sells, or uses
within the United States a product which is made by a process patented in the United States shall
be liable as an infringer, if the importation, offer to sell, sale, or use of the product occurs during the
term of such process patent. In an action for infringement of a process patent, no remedy may be
granted for infringement on account of the noncommercial use or retail sale of a product unless there
is no adequate remedy under this title for infringement on account of the importation or other use,
offer to sell, or sale of that product. A product which is made by a patented process will, for purposes
of this title, not be considered to be so made after —

(1) it is materially changed by subsequent processes; or
2) it becomes a trivial and nonessential component of another product.

(h) As used in this section, the term “whoever” includes any State, any instrumentality of a
State, any officer or employee of a State or instrumentality of a State acting in his official capacity.
Any State, and any such instrumentality, officer, or employee, shall be subject to the provisions of
this title in the same manner and to the same extent as any nongovernmental entity.

(i)  As used in this section, an “offer for sale” or an “offer to sell” by a person other than the
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patentee or any assignee of the patentee, is that in which the sale will occur before the expiration of
the term of the patent.

(Subsection (d) amended Nov. 19, 1988, Public Law 100-703, Title II, sec. 201, 102 Stat. 4676.)
(Subsection (e) added Sept. 24, 1984, Public Law 98-417, sec. 202, 98 Stat. 1603.)

(Subsection (f) added Nov. 8, 1984, Public Law 98-622, sec. 101, 98 Stat. 3383.)

(Subsection (g) added Aug. 23, 1988, Public Law 100-418, sec. 9003, effective Feb. 23, 1989.)
(Amended Nov. 16, 1988, Public Law 100-670, sec. 201(i),102 Stat. 3971)

(Subsection (d) amended Nov. 19, 1988, Public Law 100-703, Title II, sec. 201 102 Stat. 4676)
(Subsection (h) added Oct. 28, 1992, Public Law 102-560, sec. 2, 106 Stat. 4230)

(Subsections (a), (c), (e), and (g) amended Dec. 8, 1994, Public Law 103-465, sec. 533, 108 Stat. 4809, effective
Jan. 1 1996.)

(Subsection (i) added Dec. 8, 1994, Public Law 103-465, sec. 533, 108 Stat. 4809, effective Jan. 1, 1996.)
35 U.S.C. 272 Temporary presence in the United States.

The use of any invention in any vessel, aircraft or vehicle of any country which affords similar
privileges to vessels, aircraft, or vehicles of the United States, entering the United States
temporarily or accidentally, shall not constitute infringement of any patent, if the invention is used
exclusively for the needs of the vessel, aircraft, or vehicle and is not offered for sale or sold in or used
for the manufacture of anything to be sold in or exported from the United States.

(Amended Dec. 8, 1994, Public Law 103-465, sec. 533, 108 Stat. 4809, effective Jan. 1, 1996.)
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CHAPTER 29-REMEDIES FOR INFRINGEMENT OF
PATENT, AND OTHER ACTIONS

Sec.

281 Remedy for infringement of patent.

282 Presumption of validity; defenses.

283 Injunction.

284 Damages.

285 Attorney fees.

286 Time limitation on damages.

287 Limitation on damages and other remedies; marking and notice.
288 Action for infringement of a patent containing an invalid claim.
289 Additional remedy for infringement of design patent.

290 Notice of patent suits.

291 Interfering patents.

292 False marking,.

293 Nonresident patentee; service and notice.

294 Voluntary arbitration.

295 Presumption: Product made by patented process

296 Liability of States, instrumentalities of States, and State-officials for

infringement of patents
35 U.S.C. 281 Remedy for infringement of patent.
A patentee shall have remedy by civil action for infringement of his patent.
35 U.S.C. 282 Presumption of validity; defenses.

A patent shall be presumed valid. Each claim of a patent (whether in independent, dependent, or
multiple dependent form) shall be presumed valid independently of the validity of other claims;
dependent or multiple dependent claims shall be presumed valid even though dependent upon an
invalid claim. Notwithstanding the preceding sentence, if a claim to a composition of matter is held
invalid and that claim was the basis of a determination of nonobviousness under section 103(b)(1),
the process shall no longer be considered nonobvious solely on the basis of section 103(b)(1). The
burden of establishing invalidity of a patent or any claim thereof shall rest on the party asserting
such invalidity.

The following shall be defenses in any action involving the validity or infringement of a patent
and shall be pleaded:

1) Noninfringement, absence of liability for infringement, or unenforceability,

(2) Invalidity of the patent or any claim in suit on any ground specified in part II of
this title as a condition for patentability,

(3) Invalidity of the patent or any claim in suit for failure to comply with any
requirement of sections 112 or 251 of this title,

4 Any other fact or act made a defense by this title.

In actions involving the validity or infringement of a patent the party asserting invalidity or
noninfringement shall give notice in the pleadings or otherwise in writing to the adverse party at
least thirty days before the trial, of the country, number, date, and name of the patentee of any
patent, the title, date, and page numbers of any publication to be relied upon as anticipation of the
patent in suit or, except in actions in the United States Claims Court, as showing the state of the art,
and the name and address of any person who may be relied upon as the prior inventor or as having
prior knowledge of or as having previously used or offered for sale the invention of the patent in suit.
In the absence of such notice proof of the said matters may not be made at the trial except on such
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terms as the court requires.

Invalidity of the extension of a patent term or any portion thereof under section 156 of this title
because of the material failure—

1) by the applicant for the extension, or
2) by the Commissioner,

to comply with the requirements of such section shall be a defense in any action involving the
infringement of a patent during the period of the extension of its term and shall be pleaded. A due
diligence determination under section 156(d)(2) is not subject to review in such an action.

(Amended July 24, 1965, Public Law 89-83, sec. 10, 79 Stat. 261; Nov. 24, 1975, Public Law 94-131, sec. 10, 89
Stat. 692; Sept. 24, 1984, Public Law 98-417, sec. 203, 98 Stat. 1603.)

35 U.S.C. 283 Injunction.

The several courts having jurisdiction of cases under this title may grant injunctions in
accordance with the principles of equity to prevent the violation of any right secured by patent, on
such terms as the court deems reasonable.

35 U.S.C. 284 Damages.

Upon finding for the claimant the court shall award the claimant damages adequate to
compensate for the infringement but in no event less that a reasonable royalty for the use made of
the invention by the infringer, together with interest and costs as fixed by the court.

When the damages are not found by a jury, the court shall assess them. In either event the court
may increase the damages up to three times the amount found or assessed.

The court may receive expert testimony as an aid to the determination of damages or of what
royalty would be reasonable under the circumstances.

35 U.S.C. 285 Attorney fees.
The court in exceptional cases may award reasonable attorney fees to the prevailing party.
35 U.S.C. 286 Time limitation on damages.

Except as otherwise provided by law, no recovery shall be had for any infringement committed
more than six years prior to the filing of the complaint or counterclaim for infringement in the
action.

In the case of claims against the United States Government for use of a patented invention, the
period before bringing suit, up to six years, between the date of receipt of a written claim for
compensation by the department or agency of the Government having authority to settle such claim,
and the date of mailing by the Government of a notice to the claimant that his claim has been denied
shall not be counted as a part of the period referred to in the preceding paragraph.

35 U.S.C. 287 Limitation on damages and other remedies; marking and notice.

(a) Patentees, and persons making, offering for sale, or selling within the United States any
patented article for or under them, or importing any patented article into the United States, may
give notice to the public that the same is patented, either by fixing thereon the word “patent” or the
abbreviation “pat.”, together with the number of the patent, or when, from the character of the
article, this cannot be done, by fixing to it, or to the package wherein one or more of them is
contained, a label containing a like notice. In the event of failure so to mark, no damages shall be
recovered by the patentee in any action for infringement, except on proof that the infringer was
notified of the infringement and continued to infringe thereafter, in which event damages may be
recovered only for infringement occurring after such notice. Filing of an action for infringement shall
constitute such notice.

(b)(1) An infringer under section 271(g) shall be subject to all the provisions of this title relating
to damages and injunctions except to the extent those remedies are modified by this subsection or
section 9006 of the Process Patent Amendments Act of 1988. The modifications of remedies provided





