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in this subsection shall not be available to any person who —

@)

(3A)

(CHEY

A) practiced the patented process;

(B) owns or controls, or 1s owned or controlled by, the person who practiced
the patented process; or

©) had knowledge before the infringement that a patented process was used
to make the product the importation, use, offer for sale, or sale of which
constitutes the infringement.

No remedies for infringement under section 271(g) of this title shall be available
with respect to any product in the possession of, or in transit to, the person subject
to liability under such section before that person had notice of infringement with
respect to that product. The person subject to liability shall bear the burden of
proving any such possession or transit.

In making a determination with respect to the remedy in an action brought for
infringement under section 271(g), the court shall consider—

(i)  the good faith demonstrated by the defendant with respect to a
request for disclosure;

(i)  the good faith demonstrated by the plaintiff with respect to a
request for disclosure, and

(i11) the need to restore the exclusive rights secured by the patent.

B) For purposes of subparagraph (A), the following are evidence of good faith:
@) a request for disclosure made by the defendant;

(ii) a response within a reasonable time by the person receiving the
request for disclosure; and

(111) the submission of the response by the defendant to the
manufacturer, or if the manufacturer is not known, to the supplier,
of the product to be purchased by the defendant, together with a
request for a written statement that the process claimed in any
patent disclosed in the response is not used to produce such product.

The failure to perform any acts described in the preceding sentence is evidence of
absence of good faith unless there are mitigating circumstances. Mitigating
circumstances include the case in which, due to the nature of the product, the
number of sources for the product, or like commercial circumstances, a request for
disclosure is not necessary or practicable to avoid infringement.

For purposes of this subsection. a “request for disclosure” means a written request
made to a person then engaged in the manufacture of a product to identify all
process patents owned by or licensed to that person, as of the time of the request,
that the person then reasonably believes could be asserted to be infringed under
section 271(g) if that product were imported into, or sold, offered for sale, or used
in, the United States by an unauthorized person. A request for disclosure is further
limited to a request —

(i)  which is made by a person regularly engaged in the United States in
the sale of the type of products as those manufactured by the person
to whom the request is directed, or which includes facts showing
that the person making the request plans to engage in the sale of
such products in the United States;

(i) which is made by such person before the person's first importation,
use, offer for sale, or sale of units of the product produced by an
infringing process and before the person had notice of infringement
with respect to the product; and

(iii) which includes a representation by the person making the request
that such person will promptly submit the patents identified
pursuant to the request to the manufacturer, or if the manufacturer
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(6)(A)

®

B)

©

is not known, to the supplier, of the product to be purchased by the
person making the request, and will request from that manufacturer
or supplier a written statement that none of the processes claimed in
those patents is used in the manufacture of the product.

In the case of a request for disclosure received by a person to whom a
patent is licensed, that person shall either identify the patent or promptly
notify the licensor of the request for disclosure.

A person who has marked, in the manner prescribed by subsection (a), the
number of the process patent on all products made by the patented process
which have been offered for sale or sold by that person in the United
States, or imported by the person into the United States, before a request
for disclosure is received is not required to respond to the request for
disclosure. For purposes of the preceding sentence, the term “all products”
does not include products made before the effective date of the Process
Patent Amendments Act of 1988.

For purposes of this subsection, notice of infringement means actual knowledge, or
receipt by a person of a written notification, or a combination thereof, of
information sufficient to persuade a reasonable person that it is likely that a
product was made by a process patented in the United States.

(B)

©

D)

A written notification from the patent holder charging a person with
infringement shall specify the patented process alleged to have been used
and the reasons for a good faith belief that such process was used. The
patent holder shall include in the notification such information as is
reasonably necessary to explain fairly the patent holder's belief, except
that the patent holder is not required to disclose any trade secret
information.

A person who receives a written notification described in subparagraph
(B) or a written response to a request for disclosure described in
paragraph (4) shall be deemed to have notice of infringement with respect
to any patent referred to in such written notification or response unless
that person, absent mitigating circumstances—

(i)  promptly transmits the written notification or response to the
manufacturer or, if the manufacturer is not known, to the supplier,
of the product purchased or to be purchased by that person; and

(1)  recelves a written statement from the manufacturer or supplier
which on its face sets forth a well grounded factual basis for a belief
that the identified patents are not infringed.

For purposes of this subsection, a person who obtains a product made by a
process patented in the United States in a quantity which is abnormally
large in relation to the volume of business of such person or an efficient
inventory level shall be rebuttably presumed to have actual knowledge
that the product was made by such patented process.

A person who receives a response to a request for disclosure under this subsection
shall pay to the person to whom the request was made a reasonable fee to cover
actual costs incurred in complying with the request, which may not exceed the cost
of a commercially available automated patent search of the matter involved, but in
no case more than $500.

(Amended August 23, 1988, Public Law 100-418, effective date Feb. 23, 1989; amended Dec. 8, 1994, Public Law
103-465, sec. 533, 108 Stat. 4809, effective Jan. 1, 1996.)

35 U.S.C. 288

Action for infringement of a patent containing an invalid claim.

Whenever, without deceptive intention, a claim of a patent is invalid, an action may be
maintained for the infringement of a claim of the patent which may be valid. The patentee shall
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recover no costs unless a disclaimer of the invalid claim has been entered at the Patent and
Trademark Office before the commencement of the suit.

(Amended Jan. 2, 1975, Public Law 93-596, sec. 1, 88 Stat. 1949.)
35 U.S.C. 289 Additional remedy for infringement of design patent.
Whoever during the term of a patent for a design, without license of the owner,

(1) applies the patented design, or any colorable imitation thereof, to any article of
manufacture for the purpose of sale, or

(2) sells or exposes for sale any article of manufacture to which such design or
colorable imitation has been applied

shall be liable to the owner to the extent of his total profit, but not less than $250, recoverable in
any United States district court having jurisdiction of the parties.

Nothing in this section shall prevent, lessen, or impeach any other remedy which an owner of an
infringed patent has under the provisions of this title, but he shall not twice recover the profit made
from the infringement.

35 U.S.C. 290 Notice of patent suits.

The clerks of the courts of the United States, within one month after the filing of an action under
this title, shall give notice thereof in writing to the Commissioner, setting forth so far as known the
names and addresses of the parties, name of the inventor, and the designating number of the patent
upon which the action has been brought. If any other patent is subsequently included in the action
he shall give like notice thereof. Within one month after the decision is rendered or a judgment
issued the clerk of the court shall give notice thereof to the Commissioner. The Commissioner shall,
on receipt of such notices, enter the same in the file of such patent.

35 U.S.C. 291 Interfering patents.

The owner of an interfering patent may have relief against the owner of another by civil action,
and the court may adjudge the question of validity of any of the interfering patents, in whole or in
part. The provisions of the second paragraph of section 146 of this title shall apply to actions brought
under this section.

35 U.S.C. 292 False marking.

(a) Whoever, without the consent of the patentee, marks upon, or affixes to, or uses in
advertising in connection with anything made, used, offered for sale, or sold by same person within
the United States, or imported by the person into the United States, the name or any imitation of the
name of the patentee, the patent number, or the words “patent,” “patentee,” or the like, with the
intent of counterfeiting or imitating the mark of the patentee, or of deceiving the public and inducing
them to believe that the thing was made, offered for sale, sold, or imported into the United States by
or with the consent of the patentee; or

Whoever marks upon, or affixes to, or uses in advertising in connection with any unpatented
article the word “patent” or any word or number importing the same is patented, for the purpose of
deceiving the public; or

Whoever marks upon, or affixes to, or uses in advertising in connection with any article the
words “patent applied for,” “patent pending,” or any word importing that an application for patent
has been made, when no application for patent has been made, or if made, is not pending, for the
purpose of deceiving the public —

Shall be fined not more than $500 for every such offense.

(b)  Any person may sue for the penalty, in which event one-half shall go to the person suing
and the other to the use of the United States.

(Subsection (a) amended Dec. 8, 1994, Public Law 103-465, sec. 533, 108 Stat. 4809, effective Jan. 1, 1996.)
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35 U.S.C. 293 Nonresident patentee; service and notice.

Every patentee not residing in the United States may file in the Patent and Trademark Office a
written designation stating the name and address of a person residing within the United States on
whom may be served process or notice of proceedings affecting the patent or rights thereunder. If the
person designated cannot be found at the address given in the last designation, or if no person has
been designated, the United States District Court for the District of Columbia shall have jurisdiction
and summons shall be served by publication or otherwise as the court directs. The court shall have
the same jurisdiction to take any action respecting the patent or rights thereunder that it would
have if the patentee were personally within the jurisdiction of the court.

(Amended Jan. 2, 1975, Public Law 93-596, sec. 1, 88 Stat. 1949.)
35 U.S.C. 294 Voluntary arbitration.

(a) A contract involving a patent or any right under a patent may contain a provision
requiring arbitration of any dispute relating to patent validity or infringement arising under the
contract. In the absence of such a provision, the parties to an existing patent validity or infringement
dispute may agree in writing to settle such dispute by arbitration. Any such provision or agreement
shall be valid, irrevocable, and enforceable, except for any grounds that exist at law or in equity for
revocation of a contract.

(b)  Arbitration of such disputes, awards by arbitrators, and confirmation of awards shall be
governed by title 9, United States Code, to the extent such title is not inconsistent with this section.
In any such arbitration proceeding, the defenses provided for under section 282 of this title shall be
considered by the arbitrator if raised by any party to the proceeding.

(¢) An award by an arbitrator shall be final and binding between the parties to the arbitration
but shall have no force or effect on any other person. The parties to an arbitration may agree that in
the event a patent which is the subject matter of an award is subsequently determined to be invalid
or unenforceable in a judgment rendered by a court to competent jurisdiction from which no appeal
can or has been taken, such award may be modified by any court of competent jurisdiction upon
application by any party to the arbitration. Any such modification shall govern the rights and
obligations between such parties from the date of such modification.

(d) When an award is made by an arbitrator, the patentee, his assignee or licensee shall give
notice thereof in writing to the Commissioner. There shall be a separate notice prepared for each
patent involved in such proceeding. Such notice shall set forth the names and addresses of the
parties, the name of the inventor, and the name of the patent owner, shall designate the number of
the patent, and shall contain a copy of the award. If an award is modified by a court, the party
requesting such modification shall give notice of such modification to the Commissioner. The
Commissioner shall, upon receipt of either notice, enter the same in the record of the prosecution of
such patent. If the required notice is not filed with the Commissioner, any party to the proceeding
may provide such notice to the Commissioner.

(e) The award shall be unenforceable until the notice required by subsection (d) is received by
the Commissioner.

(Added Aug. 27, 1982, Public Law 97-247, sec. 17(b)(1), 96 Stat. 322.)
35 U.S.C. 295 Presumptions: Product made by patented process.

In actions alleging infringement of a process patent based on the importation, sale, offered for
sale, or use of a product which is made from a process patented in the United States, if the court
finds—

) that a substantial likelihood exists that the product was made by the patented
process, and

2) that the plaintiff has made a reasonable effort to determine the process actually
used in the production of the product and was unable so to determine, the product
shall be presumed to have been so made, and the burden of establishing that the
product was not made by the process shall be on the party asserting that it was not
so made.
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(Added August 23, 1988, Public Law 100-418, sec. 9005, effective Feb. 23, 1989, amended Dec. 8, 1994, Public
Law 103-4685, sec. 533, 108 Stat. 4809, effective Jan. 1, 1996.)

35 U.S.C. 296 Liability of States, instrumentalities of States, and State officials for
infringement of patents.

(a) In General - Any State, any instrumentality of a State, and any officer or employee of a
State or instrumentality of a State, acting in his official capacity, shall not be immune, under the
eleventh amendment of the Constitution of the United States or under any other doctrine of
sovereign immunity, from suit in Federal court by any person, including any governmental or
nongovernmental entity, for infringement of a patent under section 271, or for any other violation
under this title.

(b) Remedies - In a suit described in subsection (a) for a violation described in that subsection,
remedies (including remedies both at law and in equity) are available for the violation to the same
extent as such remedies are available for such a violation in a suit against any private entity. Such
remedies include damages, interest, costs, and treble damages under section 284, attorney fees
under section 285, and the additional remedy for infringement of design patents under section 289.

(Added October 28, 1992, Public Law 106-560, sec.2, 106 Stat. 4230.)





