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PATENTS ACT 1970

as amended
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I GENERAL PROVISIONS

Patentable hiventions

L. o) Upon application patents shall be granted for inventions which are
new (Sectton 3)0 which, having regard to the state of art, are not obvious o
aoperson skilled in the art and which are susceptible ol imdustrial application.

(2) The following in particular shall not be regarded as mventions:

o g —

4.
(3

discoveries, scientific theories, and mathematical methods:

acsthetic creations:

schemes, rules and methods for performing mental acts. for playing
cames or for doing business, and programs for computers:
presentations ot information.

) The provisions of subsection (2) shall exclude patenting of the subject

matter or activities referred to in that subsection only to the extent to which
protection is demanded Tor them as such.

19

3.

Lxeeptions (o Pareniabilivy

Patents shall not be granted in respect of:

Cinventions the publication or exploitation of which would be contrary

to “ordre public™ or morality, provided that the exploitation shall not be
deemed to be so contrary merely because it is prohibited by regulations;

. methods Tor treatment of humans or animals by surgery or therapy and

diagnostic methods practiced on humans or animals; this shall not apply
to products, in particular substances or compositions, for use in any of
these miethods:

plant or animal varicties (animal races) or essentially biological processes
for the production ol plants or animals: these exceptions shall not apply
to microorganisms as such nor to microbiological processes and the
products obtained by means of such processes.

Novelty

(1) An invention shall be considered to be novel it it does not form

part of the state of art. The state of art shall be held o comprise cverything
made available to the public by means of @ written or oral description, by
usce or i any other way, before the priority date of the apphication.
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v2) The state of art shall also be held to comprise the contents of

(1) patent applications on the basis of the present Federal Act of an carlier

priority date.

(b) European patent applications and international applicutions of an

carhier priority date within the meaning of Scc. | para. 4 and 6 of the
Act Introducing Patent Treaties, Federal Law Gazette No. 52/1979, as
amended. and
(¢) utility model applications of an carlier priority date on the basis of the
Utlity Models Act. Federal Law Gazette No. 21171994, as amended.
in the version as originally filed whose contents were not officially published
before the priority date of the tater application or thercafter. When assessing
the question whether the invention 1s not obvious to the person skilled in the
art from the prior arte such applications ol an carlier priority date are not
taken into consideration.
(3) The patentability ol substances or compositions that are comprised in
the state ol art shall not be excluded by subsections (1) and (2) " these are
itended lor use in w method referred to in Scetion 2 (2) and unless their use
in any of these methods is part of the state of art.
(4) For the application of subscctions (1) and (2) a disclosure ot the
mvention shall not be taken into consideration if it occurred no carlier than
six- months prior to the filing of the application and if it was directly or
imdirectly due to
I. an ¢evident abuse to the prejudice of the applicant or his fegal predecessor,
or E

2. the fact that the applicant or his legal predecessor has displayed the
invention atollicial orofficially recognized exhibitions within the meaning
ol the Convention on International Exhibitions, Federal Law Gazetie
No. 445/1980. as amended.

(5) Subsection (4) 2 shall apply only if the applicant states, when filing the
application, that the invention has been displayed at the exhibition and files
a certificate of the management of the exhibition within four months after
liling. The date of the opening of the exhibition and the date of the first
disclosure, unless it is the same date, shall be indicated in such a certificate.
A description of the invention provided with an attestation clause of the
management of the exhibition shall be attached to such a certificate.

Right 10 a Patent

4. (1) Only the inventor or his successor in title shall have a right to the
grant of a patent. Until the contrary is proved the first applicant shail be
regarded as the mventor.

(2) Where an improvement or other further modification ol an invention
which is already protected by a patent or for which a patent has been applied
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lor and is cventually granted is the subject ol an application by the patentee
of the parent patent or by his successor in title, the patentee or his suceessor
in ttle may apply cither for an independent patent for such improvement or
other further moditication or for a patent of auddition dependent on the parent
patent.

(3) Where the industrial application of an invention for which a patent has
been applied for entails the tull or partial use ol an invention which iy
protected by a patent enjoying the carlier priority date or by a utility model
enjoying the carlicr priority date as detined by the Utility Models Act, Federal
Law Gazette No. 211/1994, as amended from time to time. the owner ol the
carlier right may request that a patent be granted on the invention for which
an apphication has been filed with the addendum that it is dependent on the
carlicr patent or utithity model which must be clearly specified (declaration of
dependence). Such uddendum shall also be included in the publication regarding
the grant of the patent and in the fetters patent.

S. (D) The first applicant shall not, however, be entitled o the grant of a
patent where he s not the inventor or his successor in title. or where the
exsence ol his application has been usurped from the descriptions, drawings.,
models, implements or istallatons of a third person or from a process used
by him and where. in the first case, the inventor or his successor in title or.
in the sccond case. the injured party opposes the grant of the patent.

(2) In the case of several persons who have usurped an invention one after
the other. an carlicr possessor ol the invention shall, in the event of dispute,
have priority over a later one.

Emplovees™ Inventions

6. (1) Employees shall also be entitled to the grant of & patent (Section 4)
for inventions they have made during their employment relationship, unless
otherwise provided by contract (Section 7 (1)) or in the circumstances of
Section 7 (2).

(2) "Employces™ shall mean salary and wage carners of every kind.

7. (1) Agreements between employers and employees under which any
future inventions of the employee are to belong (o the employer or which
erant the employer a right to use such inventions shall be valid only if the
inventon is a service invention (subsection (3)). To be valid, the agreement
must be in writing: this requirement shall be satisfied if the agreement is
included in a collective agreement (Article 2 (1) of the Law on the Organization
of Labor, Federal Law Gazette No. 22/1979, as amended).

(2) Where a person is employed under public law. the employer may, even
in the absence of agreement with the employee, claim the service inventions
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ol the Tatter completely or the right to use such inventions. such right being
also binding on third parties. In such casces. the following subsection, Sections
S 1o 17 and 19 shall apply nuvatis nutandis.

(3) A service invention shall be one made by an empiovee which. by reason
ol its subject matter. falls within the activities of the enterprise in which the
cmployee works, provided that:

(a) cither the activity which has led to the invention forms part of the

cmployee’s employment obligations: or

(h) the tnvention was suggested to the employee by his work in the

cnterprise: or

(¢) the invention was greatly facilitated by the use of the experience or

resources of the enterprise.

8. (1) An employce shall be entitled 1o special and fair remuneration in
any case where his invention becomes the property ol his emplover or subject
to the employer’s right of use.

(2) Where, however, the employee has been appointed expressly to create
mventions in the employer’s enterprise and where this was in fact his
principal activity and where such activity has led to an invention. the
cmployee shall be entitled to special remuncration only 1o the extent that the
higher pay received under the employment contract in view ol his inventive
activity does not constitute adequate remunceration.

9. For the assessment of remuncration (Scction 8). the following shull in
particular be taken into account:
(«) the cconomic importance of the invention for the enterprisce:
(12) any other exploitation of the invention in Austria or abroad;
(¢) the role which the suggestions. expericnee, preparatory work or resources
of the employer’s enterprise or service instructions have played in bringing
about the invention

10. (1) Atthe request of one of the parties. the remuneration may subsequently
he varied. on an cquitable basts, where the circumstances on which the
remuneration was assessed have substantially changed. Payments received by
the employee on the basis of an carlier assessment shall, however. in no case
be refunded. Similarly. payments already made or becoming duce on the basis
of an earlier assessment may not subsequently be supplemented. except
where remuneration is in the form of a non-recurring payment.

(2) The employee may also claim a variation of remuneration where the
mvention has been transferred by the employer to a third party. if the
proceeds obtained by the employer through such transfer are manifestly
disproportionate to the remuncration paid by the employer or if the employer
continucs (o participate in the exploitation of the invention and obtains a
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rettrn maniftesthy disproportionate to the remuneration paid to the employee.
(3) The request (subsections (1) and (2)) may be made only after one yvear
from the previous assessment of remunceration,

L1 () Where the amount of remuneration (Scctions 8 to 10) has been
made dependent on the exploitation of the invention by the employer and
where the employer fails to work the invention to an extent commensurate
with s cconomic importance for the enterprise. the remuaneration shall be
assessed us i the cmployer had worked the mvention to an extent commensurile
with its cconomic importance for the enterprise.

(2) The remuncration shall be assessed in the same way where the employer
has transterred the invention to a third party or has otherwise alienated it,
unless the emplovee has given his consent to such transfer or alienation and
Cails to prove that such transfer or alicnation was only a pretense.

(3) The cmplover shall be released from the obligation under subsection
(1) to pay remuneration il he undertakes to assign the right to the use of the
imvention to a third party to be designated by the employee. The third party
benefiting from such right shall compensate the emplover for his share in the
invention assessed on the basis of Section 9 (). A variation of such compensation
may be apphicd Tor subscequently i accordance with Scection 10,

(4) The clam (subscctions (1) and (2)) may not be made i the employer,
with due regard to the circumstances of the case, cannot be expected o work
the ivention at all or to a greater extent than he has done or could be
expected to do had there been no transfer or other alienation. Where, however,
the employer derives an advantage from the invention without working i,
fuir remunceration shall be payable to the employee.

12.¢0) In the case of an agreement under which future inventions ol the
cmployee are to belong to the employer (Scction 7). the employee shall
immediately notify the employer of every invention that he makes other than
thosc which clearly are not covered by the terms of the agreement. The employer
shall, within four months of receiving such notification, intorm the employee
whether he claims the invention on the basis of the agreement as a service
mventon.

(2) Where the employee fails to muke such notification, he shall be liable
to the employcer. without prejudice to the employer’s right o the invention,
for damages in respect of the loss, which shall also include loss of carnings.
Where the employer fails to claim the invention or expressly does not claim
it, the invention shall belong to the employee.

13.(1) The employer and the employee shall be under an obligation of
scereey with regard to inventions which are the subject of the notification
and claim referred to in Section 12 (1),
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(2) The employee’s obligation of secrecy shall lapse where:
(a) the employer has failed to make the claim provided for in Section 12
(1) or expressly makes no claim within the period prescribed: or

(b) the employer has claimed the invention in time (Section 12 (1)) and

has waived secrecy.

(3) The lapse of the obligation of sccrecy in accordance with the above
proviston shall not affect anv obligation of secrecy which may otherwise be
incumbent on the employee.

(4) The employer’s obligation of secrecy shall lapse where he has claimed
the invention in time (Section 12 (1)) and the employee has not opposed that
claim.

(5) The obligation of secrecy shall not preclude the employer and the employee
from applying for a patent or from taking other steps to protect their rights.

(6) Any employer or employee violating the obligation of secrecy shall be
liable to remedy the loss sustained by the other party. including loss of
earnings.

14. Where an employer who has paid remuneration to an employee for a
service invention finds that not this one, but another of his employees had in
fact made the invention or that another of his employees had contributed to
the invention the employer shall be under no obligation to pay the remuneration
to the rightful claimant — either in its entirety or in proportion to the rightful
claimant’s share in the invention, provided that the employer has made
payment in good faith and that the invention also belongs to him under his
legal relationship with the righttul claimant.

15. (1) Where an employer has made an agreement with an employee in
respect of a service invention, he may at any time wholly or partially waive
his rights to the invention. In such case, the employee may request the assignment
to him of the rights to the invention that -have been waived.

(2) Where the employer waives the whole of his rights to an invention. the
obligation to pay remuneration shall cease from the moment that the waiver
is made. In the event of partial waiver, the employer may request a corresponding
reduction of the remuneration to the extent that the rights assigned to the
employee are capable of being assessed separately.

(3) The obligation to pay remuneration in respect of the period preceding
the waiver shall remain unatfected.

16. The rights of the employer and employee ansing from Sections 6 to 15
shall not be affected by the termination of employment.

17. The employee’s rights under Sections 6 to 16 may not be withdrawn
or restricted by agreement.





