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Silver-Gelatin Type, on Cellulose Ester Base.

ANSI PH 1.41-1976 Specifications for Photographic Film for Archival Records,

Silver-Gelatin Type, on Polyester Base.

NMA-MSI (1971) Quality Standards for Computer Output Microfilm.
ANSI/NMA MS2 (1978) Format and Coding Standards for Computer Output

Microfilm.

NMA MS5 (ANSI PH 5.9-1975) Microfiche of Documents.
ANSI PH 2.19 (1959)-Diffuse Transmission Density.

except as modified or clarified below:

®

(i1)

(ii1)

(iv)

™)

(Vi)

(vii)

Either Computer-Output-Microfilm (COM) output or copies of
photographed paper copy may be submitted. In the former case, NMA
standards MS1 and MS2 apply; in the latter case, standard MS5 applies.

Film submitted shall be first generation (camera film) negative appearing
microfiche (with emulsion on the back side of the film when viewed with
the images right reading).

Reduction ratio of microfiche submitted should be 24:1 or a similar ratio
where variation from said ratio is required in order to fit the documents
into the image area of the microfiche format used.

Film submitted shall have a thickness of at least .005 inches (0.13 mm)
and not more than .009 inches (0.23 mm) for either cellulose acetate base
or polyester base type.

Both microfiche formats Al (98 frames, 14 columns x 7 rows) and A3 (63
frames, 9 columns x 7 rows) which are described in NMA standard MS2
(A1 is also described in MS5) are acceptable for use in preparation of
microfiche submitted.

At least the left-most 1/3 (50 mm x 12 mm) of the header or title area of
each microfiche submitted shall be clear or positive appearing so that the
Patent and Trademark Office can apply serial number and filing date
thereto in an eye-readable form. The middle portion of the header shall be
used by applicant to apply an eye-readable application identification such
as the title and/or the first inventor's name. The attorney's docket number
may be included. The final right-hand portion of the microfiche shall
contain sequence in- formation for the microfiche, such as 1 of 4, 2 of 4,
etc.

Additional requirements which apply specifically to microfiche of filmed

paper copy:

(A) The first frame of each microfiche submitted shall contain a
standard test target which contains five NBS Microcopy Resolution
Test Charts (No. 1010A), one in the center and one in each corner.
See illustration on page 2 of NMA Recommended Practice MS104,
Inspection and Quality Control of First Generation Silver Halide
Microfilm. See also paragraph 7 of NMA-MS5.

(B) The second frame of each microfiche submitted must contain a fully
descriptive title and the inventor's name as filed.

(C) The pages or lines appearing on the microfiche frames should be
consecutively numbered.

(D) Pagination of the microfiche frames shall be from left to right and
from top to bottom.

(E) At areduction of 24:1 resolution of the original microfilm shall be at
least 120 lines per mm (5.0 target) so that reproduction copies may
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be expected to comply with provisions of paragraph 7.1.4 of NMA
Standard MS5.

(F) Background density of negative appearing camera master microfiche
of filmed paper documents shall be within the range of 0.9 to 1.2 and
line density should be no greater than 0.08. the density shall be
visual diffuse than 0.08. The density shall be visual diffuse density
as measured using the method described in ANSI Standard PH 2.19.

(G) Anindex, when included, should appear in the last frame (lower
right hand corner when data is right-reading) of each microfiche. See
NMA-MSS5, paragraph 6.6.

(vii1) Microfiche generated by Computer Qutput Microfilm (COM).

(A) Background density of negative-appearing COM-generated camera
master microfiche shall be within the range of 1.5 to 2.0 and line
density should be no greater than 0.2. The density shall be visual
diffuse density as described in ANSI PH2.19.

(B) The first frame of each microfiche submitted should contain a
resolution test frame in conformance with NMA standard MS1.

(C) The second frame of each microfiche submitted must contain a fully
descriptive title and the inventor's name as filed.

(D) The pages or lines appearing on the microfiche frames should be
consecutively numbered.

(E) Itis preferred that pagination of the microfiche frames be from left
to right and top to bottom but the alternative, i.e., from top to
bottom and from left to right, is also acceptable.

(F)  Anindex, when included, should appear on the last frame (lower
right hand corner when data is right reading) of each microfiche.

(G) Amendment of microfiche must be made by way of replacement
microfiche.

[46 FR 2612, Jan. 12, 1981, para. (b)(1), 54 FR 47519, Nov. 15, 1989, effective Jan. 16, 1990]

INFORMATION DISCLOSURE STATEMENT

37 CFR 1.97 Filing of information disclosure statement.

(a)

In order to have information considered by the Office during the pendency of a patent

application, an information disclosure statement in compliance with § 1.98 should be filed in
accordance with this section.

(b)

An information disclosure statement shall be considered by the Office if filed:
1) Within three months of the filing date of a national application;

(2) Within three months of the date of entry of the national stage as set forth in
§ 1.491 in an international application; or

3) Before the mailing date of a first Office action on the merits,

whichever event occurs last.

(©

An information disclosure statement shall be considered by the Office if filed after the

period specified in paragraph (b) of this section, but before the mailing date of either:

@

(1 A final action under § 1.113 or
2) A notice of allowance under § 1.311,

whichever occurs first, provided the statement is accompanied by either a certification as
specified in paragraph (e) of this section or the fee set forth in § 1.17(p).

An information disclosure statement shall be considered by the Office if filed after the
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mailing date of either a final action under § 1.113 or a notice of allowance under § 1.311, whichever
occurs first, but before payment of the issue fee, provided the statement is accompanied by:

(1) A certification as specified in paragraph (e) of this section;
(2) A petition requesting consideration of the information disclosure statement; and
3) The petition fee set forth in § 1.17().

(e) A certification under this section must state either:

1) That each item of information contained in the information disclosure statement
was cited in a communication from a foreign patent office in a counterpart foreign
application not more than three months prior to the filing of the statement, or

2) That no item of information contained in the information disclosure statement was
cited in a communication from a foreign patent office in a counterpart foreign
application or, to the knowledge of the person signing the certification after making
reasonable inquiry, was known to any individual designated in § 1.56(c) more than
three months prior to the filing of the statement.

() No extensions of time for filing an information disclosure statement are permitted under
§ 1.136. If a bona fide attempt is made to comply with § 1.98, but part of the required content is
inadvertently omitted, additional time may be given to enable full compliance.

(g An information disclosure statement filed in accordance with section shall not be construed
as a representation that a search has been made.

(h) The filing of an information disclosure statement shall not be construed to be an admission
that the information cited in the statement is, or is considered to be, material to patentability as
defined in § 1.56(b).

(i) Information disclosure statements, filed be- fore the grant of a patent, which do not comply
with this section and § 1.98 will be placed in the file, but will not be considered by the Office.

[48 FR 2712, Jan. 20, 1983, effective date Feb. 27, 1983; 57 FR 2021, Jan. 17, 1992, effective Mar. 16, 1992; para.
(d) revised, 60 FR 20195, Apr. 25, 1995, effective June 8, 1995]

37 CFR 1.98 Content of information disclosure statement.

(a) Any information disclosure statement filed under § 1.97 shall include:

¢)) list of all patents, publications or other information submitted for consideration by
the Office;

2 A legible copy of :
@) Each U.S. and foreign patent;
(ii) Each publication or that portioh which caused it to be listed; and

(11) All other information or that portion which caused it to be listed, except
that no copy of a U.S. patent application need be included; and

3) A concise explanation of the relevance, as it is presently understood by the
individual designated in § 1.56(c) most knowledgeable about the content of the
information, of each patent, publication, or other information listed that is not in
the English language. The concise explanation may be either separate from the
specification or incorporated therein.

(b) Each U.S. patent listed in an information disclosure statement shall be identified by
patentee, patent number and issue date. Each foreign patent or published foreign patent application
shall be identified by the country or patent office which issued the patent or published the
application, an appropriate document number, and the publication date indicated on the patent or
published application. Each publication shall be identified by author (if any), title, relevant pages of
the publication, date, and place of publication.

() When the disclosures of two or more patents or publications listed in an information
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disclosure statement are substantively cumulative, a copy of one of the patents or publications may
be submitted without copies of the other patents or publications provided that a statement is made
that these other patents or publications are cumulative. If a written English-language translation of
a non-English language document, or portion thereof, is within the possession, custody, or control of,
or is readily available to any individual designated in § 1.56(c), a copy of the translation shall
accompany the statement.

(d) A copy of any patent, publication, or other information listed in an information disclosure
statement is not required to be provided if it was previously cited by or submitted to the Office in a
prior application, provided that the prior application is properly identified in the statement and
relied on for an earlier filing date under35 U.S.C. 120.

[42 FR 5594, Jan. 28, 1977; para. (a) 48 FR 2712, Jan. 20, 1983, effective date Feb. 27, 1983; 57 FR 2021, Jan.
17, 1892, effective Mar. 16, 1992]

37 CFR 1.99 [Reserved]
[48 FR 2712, Jan. 20, 1983; effective date Feb. 27, 1983; 57 FR 2021, Jan. 17, 1992, effective Mar. 16, 1992}

EXAMINATION OF APPLICATIONS
37 CFR 1.101 Order of examination.

(a) Nonprovisional applications filed in the Patent and Trademark Office and accepted as
complete applications are assigned for examination to the respective examining groups having the
classes of inventions to which the applications relate. Nonprovisional applications shall be taken up
for examination by the examiner to whom they have been assigned in the order in which they have
been filed except for those applications in which examination has been advanced pursuant to § 1.102.
See § 1.496 for order of examination of international applications in the national stage.

(b) Applications which have been acted upon by the examiner, and which have been placed by
the applicant in condition for further action by the examiner (amended applications) shall be taken
up for action in such order as shall be determined by the Commissioner.

[29 FR 13470, Sept. 30, 1964, para. (a), 48 FR 2712, Jan. 20, 1983, effective Feb. 27, 1983; para. (a), 50 FR 9381,
Mar. 7, 1985, effective May 8, 1985, 52 FR 20046, May 28, 1987, effective July 1, 1987; para. (a) revised, 60 FR
20195, Apr. 25, 1995, effective June 8, 1995]

37 CFR 1.102 Advancement of examination.

(a) Applications will not be advanced out of turn for examination or for further action except
as provided by this part, or upon order of the Commissioner to expedite the business of the Office, or
upon filing of a request under paragraph (b) of this section or upon filing a petition under
paragraphs (c) or (d) of this section with a verified showing which, in the opinion of the
Commissioner, will justify so advancing it.

(b) Applications wherein the inventions are deemed of peculiar importance to some branch of
the public service and the head of some department of the Government requests immediate action
for that reason, may be advanced for examination.

(c) A petition to make an application special may be filed without a fee if the basis for the
petition is the applicant's age or health or that the invention will materially enhance the quality of
the environment or materially contribute to the development or conservation of energy resources.

(d) A petition to make an application special on grounds other than those referred to in
paragraph (c) of this section must be accompanied by the petition fee set forth in § 1.17().

[24 FR 10332, Dec. 22, 1959; paras. (a), (c), and (d). 47 FR 41276, Sept.. 17, 1982, effective Oct. 1, 1982, para. (d),
54 FR 6893, Feb. 15, 1989, effective Apr. 17, 1989; para. (d) revised, 60 FR 20195, Apr. 25, 1995, effective June 8,
1995]

37 CFR 1.103 Suspension of action.

(a) Suspension of action by the Office will be granted for good and sufficient cause and for a
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reasonable time specified upon petition by the applicant and, if such cause is not the fault of the

Office, the payment of the fee set forth in § 1.17(i). Action will not be suspended when a response by
the applicant to an Office action is required.

(b) If action by the Office on an application is suspended when not requested by the applicant,
the applicant shall be notified of the reasons therefor.

(¢)  Action by the examiner may be suspended by order of the Commissioner in the case of
applications owned by the United States whenever publication of the invention by the granting of a
patent thereon might be detrimental to the public safety or defense, at the request of the appropriate
department or agency.

(d) Action on applications in which the Office has accepted a request to publish a defensive
publication will be suspended for the entire pendency of these applications except for purposes
relating to patent interference proceedings under Subpart E.

[24 FR 10332, Dec. 22, 11959; 33 FR 5624, Apr. 11, 1968, paras. (a) and (b), 47 FR 41276, Sept. 17, 1982,
effective Oct. 1, 1982; para. (d), 49 FR 48416, Dec. 12, 1984, effective Feb. 11, 1985; para. (d), 50 FR 9381, Mar. 7,
1985, effective May 8, 1985; para. (a), 54 FR 6893, Feb. 15, 1989, effective Apr. 17, 1989; para. (a) revised, 60 FR
20195, Apr. 25, 1995, effective June 8, 1995]

37 CFR 1.104 Nature of examination; examiner's action.

(a) On taking up an application for examination or a patent in a reexamination proceeding,
the examiner shall make a thorough study thereof and shall make'a thorough investigation of the
available prior art relating to the subject matter of the claimed invention. The examination shall be
complete with respect both to compliance of the application or patent under reexamination with the
applicable statutes and rules and to the patentability of the invention as claimed, as well as with
respect to matters of form, unless otherwise indicated.

(b) The applicant, or in the case of a reexamination proceeding, both the patent owner and the
requester, will be notified of the examiner's action. The reasons for any adverse action or any
objection or requirement will be stated and such information or references will be given as may be
useful in aiding the applicant, or in the case of a reexamination proceeding the patent owner, to
judge the propriety of continuing the prosecution.

(c) An international-type search will be made in all national applications filed on and after
June 1, 1978.

(d) Any national application may also have an international-type search report prepared
thereon at the time of the national examination on the merits, upon specific written request therefor
and payment of the international-type search report fee. See § 1.21(e) for amount of fee for
preparation of international-type search report.

NOTE. - The Patent and Trademark Office does not require that a formal report of an
international-type search be prepared in order to obtain a search fee refund in a later filed
international application.

(¢) Copending applications will be considered by the examiner to be owned by, or subject to an
obligation of assignment to, the same person if:

1) the application files refer to assignments recorded in the Patent and Trademar_k
Office in accordance with part 3 of this chapter which convey the entire rights in
the applications to the same person or organization; or

(2) copies of unrecorded assignments which convey the entire rights in the applications
to the same person or organization are filed in each of the applications; or

3) an affidavit or declaration by the common owner is filed which states that there is
common ownership and states facts which explain why the affiant or declarant
believes there is common ownership; or

4) other evidence is submitted which establishes common ownership of the
applications.
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In circumstances where the common owner is a corporation or other organization an affidavit or
declaration may be signed by an official of the corporation or ocrganization empowered to act on
behalf of the corporation or organization.

[43 FR 20465, May 11, 1978; 46 FR 29182, May 29, 1981, para. (d), 47 FR 41276, Sept. 17, 1982, effective date
Oct. 1, 1982; para. (e), 50 FR 9381, Mar. 7, 1985, effective May 8, 1985; para. (e), 57 FR 29642, July 6, 1992,
effective Sept. 4, 1992]

37 CFR 1.105 Completeness of examiner's action.

The examiner's action will be complete as to all matters, except that in appropriate
circumstances, such as misjoinder of invention, fundamental defects in the application, and the like,
the action of the examiner may be limited to such matters before further action is made. However,
matters of form need not be raised by the examiner until a claim is found allowable.

37 CFR 1.106 Rejection of claims.

(a) If the invention is not considered patentable, or not considered patentable as claimed, the
claims, or those considered unpatentable will be rejected.

(b) Inrejecting claims for want of novelty or for obviousness, the examiner must cite the best
references at his command. When a reference is complex or shows or describes inventions other than
that claimed by the applicant, the particular part relied on must be designated as nearly as
practicable. The pertinence of each reference, if not apparent, must be clearly explained and each
rejected claim specified. :

(¢) Inrejecting claims the examiner may rely upon admissions by the applicant, or the patent
owner in a reexamination proceeding, as to any matter affecting patentability and, insofar as
rejections in applications are concerned, may also rely upon facts within his or her knowledge
pursuant to § 1.107.

(d) Subject matter which is developed by another person which qualifies as prior art only
under35 U.S.C. 102(f) or (g) may be used as prior art under 35 U.S.C. 103 against a claimed
invention unless the entire rights to the subject matter and the claimed invention were commonly
owned by the same person or organization or subject to an obligation of assignment to the same
person or organization at the time the claimed invention was made.

(e)  The claims in any original application naming an inventor will be rejected as being
precluded by a waiver in a published statutory invention registration naming that inventor if the
same subject matter is claimed in the application and the statutory invention registration. The
claims in any reissue application naming an inventor will be rejected as being precluded by a waiver
in a published statutory invention registration naming that inventor if the reissue application seeks
to claim subject matter

1 which was not covered by claims issued in the patent prior to the date of
publication of the statutory invention registration and

2) which was the same subject matter waived in the statutory invention registration.

[24 FR 10332, Dec. 22, 1959; 34 FR 18857, Nov. 26, 1969; para. (c) added, 47 FR 21752, May 19, 1982, effective
July 1, 1982, paras. (d) and (e), 50 FR 9381, Mar. 7, 1985, effective May 8, 1985]

37 CFR 1.107 Citation of references.

(a) If domestic patents are cited by the examiner, their numbers and dates, and the names of
the patentees, and the classes of inventions must be stated. If foreign published applications or
patents are cited, their nationality or country, numbers and dates, and the names of the patentees
must be stated, and such other data must be furnished as may be necessary to enable the applicant,
or in the case of a reexamination proceeding, the patent owner, to identify the published applications
or patents cited. In citing foreign published applications or patents, in case only a part of the
document is involved, the particular pages and sheets containing the parts relied upon must be
identified. If printed publications are cited, the author (if any), title, date, pages or plates, and place
of publication, or place where a copy can be found, shall be given.

(b) When a rejection in an application is based on facts within the personal knowledge of an
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employee of the Office, the data shall be as specific as possible, and the reference must be supported,
when called for by the applicant, by the affidavit of such employee, and such affidavit shall be
subject to contradiction or explanation by the affidavits of the applicant and other persons.

[46 FR 29182, May 29, 1981]
37 CFR 1.108 Abandoned applications not cited.

Abandoned applications as such will not be cited as references except those which have been
opened to inspection by the public following a defensive publication.

[50 FR 9381, Mar. 7, 1985, effective May 8, 1985]
37 CFR 1.109 Reasons for allowance.

If the examiner believes that the record of the prosecution as a whole does not make clear his or
her reasons for allowing a claim or claims, the examiner may set forth such reasoning. The reasons
shall be incorporated into an Office action rejecting other claims of the application or patent under
reexamination or be the subject of a separate communication to the applicant or patent owner. The
applicant or patent owner may file a statement commenting on the reasons for allowance within
such time as may be specified by the examiner. Failure to file such a statement shall not give rise to
any implication that the applicant or patent owner agrees with or acquiesces in the reasoning of the
examiner.

[46 FR 29182, May 29, 1981]

37 CFR 1.110 Inventorship and date of invention of the subject matter of
individual claims.

When more than one inventor is named in an application or patent, the Patent and Trademark
Office, when necessary for purposes of an Office proceeding, may require an applicant, patentee, or
owner to identify the inventive entity of the subject matter of each claim in the application or patent.
Where appropriate, the invention dates of the subject matter of each claim and the ownership of the
subject matter on the date of invention may be required of the applicant, patentee or owner. See also
§ 1.78(c) and § 1.78(d).

[50 FR 9381, Mar. 7, 1985, effective date May 8, 1985]

ACTION BY APPLICANT AND FURTHER CONSIDERATION
37 CFR 1.111 Reply by applicant or patent owner.

(a)  After the Office action, if adverse in any respect, the applicant or patent owner, if he or she
persists in his or her application for a patent or reexamination proceeding, must reply thereto and
may request reconsideration or further examination, with or without amendment.

(b) Inorder to be entitled to reconsideration or further examination, the applicant or patent
owner must make request therefor in writing. The reply by the applicant or patent owner must
distinctly and specifically point out the supposed errors in the examiner's action and must respond to
every ground of objection and rejection in the prior Office action. If the reply is with respect to an
application, a request may be made that objections or requirements as to form not necessary to
further consideration of the claims be held in abeyance until allowable subject matter is indicated.
The applicant's or patent owner's reply must appear throughout to be a bona fide attempt to advance
the case to final action. A general allegation that the claims define a patentable invention without
specifically pointing out how the language of the claims patentably distinguishes them from the
references does not comply with the requirements of this section.

(¢0 Inamending in response to a rejection of claims in an application or patent undergoing
reexamination, the applicant or patent owner must clearly point out the patentable novelty which
he or she thinks the claims present in view of the state of the art disclosed by the references cited
or the objections made. He or she must also show how the amendments avoid such references or
objections. (See § 1.135 and § 1.136 for time for reply.)

[46 FR 29182, May 29, 1981]
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37 CFR 1.112 Reconsideration.

After response by applicant or patent owner (§1.111), the application or patent under
reexamination will be reconsidered and again examined. The applicant or patent owner will be
notified if claims are rejected, or objections or requirements made, in the same manner as after the
first examination. Applicant or patent owner may respond to such Office action in the same manner
provided in § 1.111, with or without amendment. Any amendments after the second Office action
must ordinarily be restricted to the rejection or to the objections or requirements made. The
application or patent under reexamination will be again considered, and so on repeatedly, unless the
examiner has indicated that the action is final.

[46 FR 29182, May 29, 1981]
37 CFR 1.113 Final rejection or action.

(a) On the second or any subsequent examination or consideration the rejection or other action
may be made final whereupon applicant's or patent owner's response is limited to appeal in the case
of rejection of any claim (§ 1.191), or to amendment as specified in § 1.116. Petition may be taken to
the Commissioner in the case of objections or requirements not involved in the rejection of any claim
(§ 1.181). Response to a final rejection or action must include cancellation of, or appeal from the
rejection of, each rejected claim. If any claim stands allowed, the response to a final rejection or
action must comply with any requirements or objections to form.

(b) In making such final rejection, the examiner shall repeat or state all grounds of rejection
then considered applicable to the claims in the case, clearly stating the reasons therefor.

[24 FR 10332, Dec. 22, 1959; 46 FR 29182, May 29, 1981]

AMENDMENTS
37 CFR 1.115 Amendmex_lt.

The applicant may amend before or after the first examination and action and also after the
second or subsequent examination or reconsideration as specified in § 1.112 or when and as
specifically required by the examiner. The patent owner may amend in accordance with §§ 1.510(e)

and 1.530(b) prior to reexamination and during reexamination proceedings in accordance with
§1.112 and § 1.116.

[46 FR 29183, May 29, 1981]
37 CFR 1.116 Amendments after final action.

(a) After final rejection or action (§ 1.113) amendments may be made canceling claims or
complying with any requirement of form which has been made. Amendments presenting rejected
claims in better form for consideration on appeal may be admitted. The admission of, or refusal to
admit, any amendment after final rejection, and any proceedings relative thereto, shall not operate
to relieve the application or patent under reexamination from its condition as subject to appeal or to
save the application from abandonment under § 1.135.

(b) If amendments touching the merits of the application or patent under reexamination are
presented after final rejection, or after appeal has been taken, or when such amendment might not
otherwise be proper, they may be admitted upon a showing of good and sufficient reasons why they
are necessary and were not earlier presented.

(¢) No amendment can be made as a matter of right in appealed cases. After decision on
appeal, amendments can only be made as provided in § 1.198, or to carry into effect a
recommendation under § 1.196.

[24 FR 10332, Dec. 22, 1959; 46 FR 29183, May 29, 1981]
37 CFR 1.117 Amendment and revision required.

The specification, claims, and drawings must be amended and revised when required to correct
inaccuracies of description and definition or unnecessary prolixity, and to secure correspondence
between the claims, the specification, and the drawing.
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37 CFR 1.118 Amendment of disclosure.

(a) Noamendment shall introduce new matter into the disclosure of an application after the
filing date of the application (§ 1.53(b)). All amendments to the specification, including the claims,
and the drawings filed after the filing date of the application must conform to at least one of them as
it was at the time of the filing of the application. Matter not found in either, involving a departure
from or an addition to the original disclosure, cannot be added to the application after its filing date
even though supported by an oath or declaration in accordance with § 1.63 or § 1.67 filed after the
filing date of the application.

(b) Ifitis determined that an amendment filed after the filing date of the application
introduces new matter, claims containing new matter will be rejected and deletion of the new matter
in the specification and drawings will be required even if the amendment is accompanied by an oath
or declaration in accordance with § 1.63 or § 1.67.

[48 FR 2712, Jan. 20, 1983, effective Feb. 27, 1983]
37 CFR 1.119 Amendment of claims.

The claims may be amended by canceling particular claims, by presenting new claims, or by
rewriting particular claims as indicated in § 1.121. The requirements of § 1.111 must be complied
with by pointing out the specific distinctions believed to render the claims patentable over the
references in presenting arguments in support of new claims and amendments.

[32 FR 13583, Sept. 28, 1967]
37 CFR 1.121 Manner of making amendments.

(a) Erasures, additions, insertions, or alterations of the Office file of papers and records must
not be physically entered by the applicant. Amendments to the application (excluding the claims) are
made by filing a paper (which should conform to § 1.52) directing or requesting that specified
amendments be made. The exact word or words to be stricken out or inserted by said amendment
must be specified and the precise point indicated where the deletion or insertion is to be made.

(b) Except as otherwise provided herein, a particular claim may be amended only by directions
to cancel or by rewriting such claim with underlining below the word or words added and brackets
around the word or words deleted. The rewriting of a claim in this form will be construed as directing
the cancellation of the original claim; however, the original claim number followed by the
parenthetical word “amended” must be used for the rewritten claim. If a previously rewritten claim
is rewritten, underlining and bracketing will be applied in reference to the previously rewritten
claim with the parenthetical expression “twice amended,” “three times amended,” etc., following the
original claim number.

(¢) A particular claim may be amended in the manner indicated for the application in
paragraph (a) of this section to the extent of corrections in spelling, punctuation, and typographical
errors. Additional amendments in this manner will be admitted provided the changes are limited to

1) deletions and/or
(2) the addition of no more than five words in any one claim.

Any amendment submitted with instructions to amend particular claims but failing to conform
to the provisions of paragraphs (b) and (c) of this section may be considered nonresponsive and
treated accordingly.

(d) Where underlining or brackets are intended to appear in the printed patent or are properly
part of the claimed material and not intended as symbolic of changes in the particular clffum,
amendment by rewriting in accordance with paragraph (b) of this section shall be prohibited.

() Inreissue applications, both the descriptive portion and the claims are to be amended by
either

(@) submitting a copy of a portion of the description or an entire claim with all matter
to be deleted from the patent being placed between brackets and all matter to be
added to the patent being underlined, or
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)] indicating the exact word or words to be stricken out or inserted and the precise
point where the deletion or insertion is to be made. Any word or words to be
inserted must be underlined. See § 1.173.

()  Proposed amendments presented in patents involved in reexamination proceedings must
be presented in the form of a full copy of the text of:

(1) Each claim which is amended and
) each paragraph of the description which is amended.

Matter deleted from the patent shall be placed between brackets and matter added shall be
underlined. Copies of the printed claims from the patent may be used with any additions being
indicated by carets and deleted material being placed between brackets. Claims must not be
renumbered and the numbering of the claims added for reexamination must follow the number of the
highest numbered patent claim. No amendment may enlarge the scope of the claims of the patent.
No new matter may be introduced into the patent,

[32 FR 13583, Sept. 28, 1967, 46 FR 29183, May 29, 1981; para. (e), 49 FR 555, Jan. 4, 1984, effective Apr. 1,
1984]

37 CFR 1.122 Entry and consideration of amendments.

() Amendments are “entered” by the Office by making the proposed deletions by drawing a
line in red ink through the word or words cancelled and by making the proposed substitutions or
insertions in red ink, small insertions being written in at the designated place and large insertions
being indicated by reference.

() Ordinarily all amendments presented in a paper filed while the application is open to
amendment are entered and considered, subsequent cancellation or correction being required of
improper amendments. Untimely amendment papers may be refused entry and consideration in
whole or in part. For amendments presented during an interference see § 1.664.

[24 FR 10332, Dec. 22, 1959; para. (b), 49 FR 48416, Dec. 12, 1984, effective Feb. 11, 1985]
37 CFR 1.123 Amendments to the drawing.

No change in the drawing may be made except with permission of the Office. Permissible
changes in the construction shown in any drawing may be made only by the submission of a
substitute drawing by applicant. A sketch in permanent ink showing proposed changes, to become
part of the record, must be filed for approval by the examiner and should be a separate paper.

{48 FR 2712, Jan. 20, 1983, effective Feb. 27, 1983; 49 FR 555, Jan. 4, 1984, effective Apr. 1, 1984; amended, 58
FR 38719, July 20, 1993, effective Oct. 1, 1993]

37 CFR 1.124 Amendment of amendments.

When an amendatory clause is to be amended, it should be wholly rewritten and the original
insertion canceled so that no interlineations or deletions shall appear in the clause as finally
presented. Matter canceled by amendment can be reinstated only by a subsequent amendment
presenting the canceled matter as a new insertion.

37 CFR 1.125 Substitute specification.

If the number or nature of the amendments shall render it difficult to consider the case, or to
arrange the papers for printing or copying, the examiner may require the entire specification,
including the claims, or any part thereof, to be rewritten. A substitute specification may not be
accepted unless it has been required by the examiner or unless it is clear to the examiner that
acceptance of a substitute specification would facilitate processing of the application. Any substitute
specification filed must be accompanied by a statement that the substitute specification includes no
new matter. Such statement must be a verified statement if made by a person not registered to
practice before the Office.

[48 FR 2712, Jan. 20, 1983, effective Feb. 27, 1983]
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37 CFR 1.126 Numbering of claims.

The original numbering of the claims must be preserved throughout the prosecution. When
claims are canceled, the remaining claims must not be renumbered. When claims are added, except
when presented in accordance with § 1.121(b), they must be numbered by the applicant consecutively
beginning with the number next following the highest numbered claim previously presented
(whether entered or not). When the application is ready for allowance, the examiner, if necessary,
will renumber the claims consecutively in the order in which they appear or in such order as may
have been requested by applicant.

[32 FR 13583, Sept. 28, 1967]
37 CFR 1.127 Petition from refusal to admit amendment.

From the refusal of the primary examiner to admit an amendment, in whole or in part, a petition
will lie to the Commissioner under § 1.181.

TRANSITIONAL PROVISIONS

37 CFR 1.129 Transitional procedures for limited examination after final rejection
and restriction practice.

(a) An applicant in an application, other than for reissue or a design patent, that has been
pending for at least two years as of June 8, 1995, taking into account any reference made in such
application to any earlier filed application under 35 U.S.C. 120, 121 and 365(c), is entitled to have a
first submission entered and considered on the merits after final rejection under the following
circumstances: The Office will consider such a submission, if the first submission and the fee set
forth in § 1.17(x) are filed prior to the filing of an appeal brief and prior to abandonment of the
application. The finality of the final rejection is automatically withdrawn upon the timely filing of
the submission and payment of the fee set forth in § 1.17(r). If a subsequent final rejection is made
in the application, applicant is entitled to have a second submission entered and considered on the
merits after the subsequent final rejection under the following circumstances: The Office will
consider such a submission, if the second submission and a second fee set forth in § 1.17(x) are filed
prior to the filing of an appeal brief and prior to abandonment of the application. The finality of the
subsequent final rejection is automatically withdrawn upon the timely filing of the submission and
payment of the second fee set forth in § 1.17(xr). Any submission filed after a final rejection made in
an application subsequent to the fee set forth in § 1.17(r) having been twice paid will be treated as
set forth in § 1.116. A submission as used in this paragraph includes, but is not limited to, an
information disclosure statement, an amendment to the written description, claims or drawings and
a new substantive argument or new evidence in support of patentability.

(b)(1) In an application, other than for reissue or a design patent, that has been pending for at
least three years as of June 8, 1995, taking into account any reference made in the application to any
earlier filed application under 35 U.S.C. 120, 121 and 365(c), no requirement for restriction or for the
filing of divisional applications shall be made or maintained in the application after June 8, 1995,
except where:

() the requirement was first made in the application or any earlier filed application
under35 U.S.C. 120, 121 and 365(c) prior to April 8, 1995;

(ii) the examiner has not made a requirement for restriction in the present or parent
application prior to April 8, 1995, due to actions by the applicant; or

(1i1) the required fee for examination of each additional invention was not paid.

(2) If the application contains more than one independent and distinct invention and a
requirement for restriction or for the filing of divisional applications cannot be made or maintained
pursuant to this paragraph, applicant will be so notified and given a time period to:

@) elect the invention or inventions to be searched and examined, if no election has
been made prior to the notice, and pay the fee set forth in 1.17(s) for each
independent and distinct invention claimed in the application in excess of one
which applicant elects;
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(i1) confirm an election made prior to the notice and pay the fee set forth in § 1.17(s) for
each independent and distinct invention claimed in the application in addition to
the one invention which applicant previously elected; or

(iii) file a petition under this section traversing the requirement. If the required
petition is filed in a timely manner, the original time period for electing and paying
the fee set forth in § 1.17(s) will be deferred and any decision on the petition
affirming or modifying the requirement will set a new time period to elect the
invention or inventions to be searched and examined and to pay the fee set forth in
§ 1.17(s) for each independent and distinct invention claimed in the application in
excess of one which applicant elects.

(3) The additional inventions for which the required fee has not been paid will be withdrawn
from consideration under § 1.142(b). An applicant who desires examination of an invention so
withdrawn from consideration can file a divisional application under 35 U.S.C. 121.

(¢) The provisions of this section shall not be applicable to any application filed after June 8,
1995.

[Added, 60 FR 20195, Apr. 25, 1995, effective June 8, 1995]

AFFIDAVITS OVERCOMING REJECTIONS

37 CFR 1.131 Affidavit or declaration of prior invention to overcome cited patent
or publication.

(a)(1) When any claim of an application or a patent under reexamination is rejected under 35
U.S.C. 102(a) or (e), or 35 U.S.C. 103 based on a U.S. patent to another which is prior art under 35
U.S.C. 102(a) or (e) and which substantially shows or describes but does not claim the same
patentable invention, as defined in 37 CFR 1.601(n), or on reference to a foreign patent or to a
printed publication, the inventor of the subject matter of the rejected claim, the owner of the patent
under reexamination, or the party qualified under37 CFR 1.42, 1.43, or 1.47, may submit an
appropriate oath or declaration to overcome the patent or publication. The oath or declaration must
include facts showing a completion of the invention in this country or in a NAFTA or WTO member
country before the filing date of the application on which the U.S. patent issued, or before the date of
the foreign patent, or before the date of the printed publication. When an appropriate oath or
declaration is made, the patent or publication cited shall not bar the grant of a patent to the inventor
or the confirmation of the patentability of the claims of the patent, unless the date of such patent or
printed publication is more than one year prior to the date on which the inventor's or patent owner's
application was filed in this country.

(2) A date of completion of the invention may not be established under this section before
December 8, 1993, in a NAFTA country, or before January 1, 1996 in a WTO member country other
than a NAFTA country.

(b) The showing of facts shall be such, in character and weight, as to establish reduction to
practice prior to the effective date of the reference, or conception of the invention prior to the
effective date of the reference coupled with due diligence from prior to said date to a subsequent
reduction to practice or to the filing of the application. Original exhibits of drawings or records, or
photocopies thereof, must accompany and form part of the affidavit or declaration or their absence
satisfactorily explained.

[24 FR 10332, Dec. 22, 1959; 34 FR 18857, Nov. 26, 1969; para. (a), 48 FR 2713, Jan. 20, 1983, effective Feb. 27,
1983; para. (a), 50 FR 9381, Mar. 7, 1985, effective May 8, 1985; 50 FR 11366, Mar. 21, 1985; 53 FR 23733, June

23, 1988, effective Sept. 12, 1988; para. (a)(1) revised and para. (a)(2) added, 60 FR 21043, May 1, 1995, effective
May 31, 1995]

37 CFR 1.132 Affidavits or declarations traversing grounds of rejection.

When any claim of an application or a patent under reexamination is rejected on reference to a
domestic patent which substantially shows or describes but does not claim the invention, or on
reference to a foreign patent, or to a printed publication, or to facts within the personal knowledge of
an employee of the Office, or when rejected upon a mode or capability of operation attributed to a
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reference, or because the alleged invention is held to be inoperative or lacking in utility, or frivolous

or injurious to public health or morals, affidavits or declarations traversing these references or
objections may be received.

[48 FR 2713, Jan. 20, 1983, effective Feb. 27, 1983]

INTERVIEWS
37 CFR 1.133 Interviews.

(@ Interviews with examiners concerning applications and other matters pending before the
Office must be had in the examiners' rooms at such times, within office hours, as the respective
examiners may designate. Interviews will not be permitted at any other time or place without the
authority of the Commissioner. Interviews for the discussion of the patentability of pending

applications will not be had before the first official action thereon. Interviews should be arranged for
in advance.

(b) In every instance where reconsideration is requested in view of an interview with an
examiner, a complete written statement of the reasons presented at the interview as warranting
favorable action must be filed by the applicant. An interview does not remove the necessity for
response to Office actions as specified in § 1.111, § 1.135.

TIME FOR RESPONSE BY APPLICANT;

ABANDONMENT OF APPLICATION
37 CFR 1.134 Time period for response to an Office action.

An Office action will notify the applicant of any non-statutory or shortened statutory time period
set for response to an Office action. Unless the applicant is notified in writing that response is
required in less than six months, a maximum period of six months is allowed.

[47 FR 41276, Sept. 17, 1982, effective Oct. 1, 1982]
37 CFR 1.135 Abandonment for failure to respond within time period.

(a) Ifan applicant of a patent application fails to respond within the time period provided

under § 1.134 and § 1.136, the application will become abandoned unless an Office action indicates
otherwise.

(b)  Prosecution of an application to save it from abandonment pursuant to paragraph (a) of
this section must include such complete and proper action as the condition of the case may require.
The admission of an amendment not responsive to the last Office action, or refusal to admit the
same, and any proceedings relative thereto, shall not operate to save the application from
abandonment.

(¢) When action by the applicant is a bona fide attempt to respond and to advance the case to
final action, and is substantially a complete response to the Office action, but consideration of some
matter or compliance with some requirement has been inadvertently omitted, opportunity to explain
and supply the omission may be given before the question of abandonment is considered.

[paras. (@), (b), and (c), 47 FR 41276, Sept. 17, 1982, effective Oct. 1, 1982; para. (d) deleted, 49 FR 555, Jan. 4,
1984, effective Apr. 1, 1984]

37 CFR 1.136 Filing of timely responses with petition and fee for extension of time
and extensions of time for cause.

(a)(1) If an applicant is required to respond within a nonstatutory or shortened statutory time
period, applicant may respond up to four months after the time period set if a petition for an
extension of time and the fee setin § 1.17 are filed prior to or with the response, unless:

@) Applicant is notified otherwise in an Office action,

(ii) The response is a reply brief submitted pursuant to § 1.193(b),
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(iii) The response is a request for an oral hearing submitted pursuant to

§ 1.194(b),

@iv) The response is to a decision by the Board of Patent Appeals and
Interferences pursuant to § 1.196,w 1.197 or § 1.304, or

v) The application is involved in an interference declared pursuant to
§1.611,

@) The date on which the response, the petition, and the fee have been filed is the date
of the response and also the date for purposes of determining the period of
extension and the corresponding amount of the fee. The expiration of the time
period is determined by the amount of the fee paid. In no case may an applicant
respond later than the maximum time period set by statute, or be granted an
extension of time under paragraph (b) of this section when the provisions of this
paragraph are available. See § 1.136(b) for extensions of time relating to
proceedings pursuant to §§ 1.193(b), 1.194, 1.196 or 1.197. See § 1.304 for
extension of time to appeal to the U.S. Court of Appeals for the Federal Circuit or
to commence a civil action. See § 1.550(c) for extension of time in reexamination
proceedings and § 1.645 for extension of time in interference proceedings.

(b) When a response with petition and fee for extension of time cannot be filed pursuant to
paragraph (a) of this section, the time for response will be extended only for sufficient cause and for a
reasonable time specified. Any request for such extension must be filed on or before the day on which
action by the applicant is due, but in no case will the mere filing of the request effect any extension.
In no case can any extension carry the date on which response to an Office action is due beyond the
maximum time period set by statute or be granted when the provisions of paragraph (a) of this
section are available. See § 1.304 for extension of time to appeal to the U.S. Court of Appeals for the
Federal Circuit or to commence a civil action, § 1.645 for extension of time in interference
proceedings, and § 1.550(c) for extension of time in reexamination proceedings.

[47 FR 41277, Sept. 17, 1982, effective Oct. 1, 1982; 49 FR 555, Jan. 4, 1984, effective Apr. 1, 1984; 49 FR 48416,
Dec. 12, 1984, effective Feb. 11, 1985; 54 FR 29551, July 13, 1989, effective Aug. 20, 19893, para. (a) revised, 58
FR 54504, Oct. 22, 1993, effective Jan 3, 1994]

37 CFR 1.137 Revival of abandoned application.

(a) An application abandoned for failure to prosecute may be revived as a pending application
if it is shown to the satisfaction of the Commissioner that the delay was unavoidable. A petition to
revive an abandoned application must be promptly filed after the applicant is notified of, or
otherwise becomes aware of, the abandonment, and must be accompanied by:

1) a proposed response to continue prosecution of that application, or filing of a
continuing application, unless either has been previously filed;

2 the petition fee as set forth in § 1.17(1); and

3 a showing that the delay was unavoidable. The showing must be a verified showing

if made by a person not registered to practice before the Patent and Trademark
Office.

(b) An application unintentionally abandoned for failure to prosecute may be revived as a
pending application if the delay was unintentional. A petition to revive an unintentionally
abandoned application must be:

(1) accompanied by a proposed response to continue prosecution of that application, or
the filing of a continuing application, unless either has been previously filed;

(2) accompanied by the petition fee as set forth in §1.17(m);

(3) accompanied by a statement that the delay was unintentional. The statement must
be a verified statement if made by a person not registered to practice before the
Patent and Trademark Office. The Commissioner may require additional
information where there is a question whether the delay was unintentional; and
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4) filed either:
@) within one year of the date on which the application became abandoned; or
(i1) within three months of the date of the first decision on a petition to revive

under paragraph (a) of this section which was filed within one year of the
date on which the application became abandoned.

(¢) In all applications filed before June 8, 1995, and in all design applications filed on or after
June 8, 1995, any petition pursuant to paragraph (a) of this section not filed within six months of the
date of abandonment of the application, must be accompanied by a terminal disclaimer with fee
under § 1.321 dedicating to the public a terminal part of the term of any patent granted thereon
equivalent to the period of abandonment of the application. The terminal disclaimer must also apply
to any patent granted on any continuing application entitled under 35 U.S.C. 120 to the benefit of
the filing date of the application for which revival is sought.

(d)  Any request for reconsideration or review of a decision refusing to revive an application
upon petition filed pursuant to paragraphs (a) or (b) of this section, to be considered timely, must be
filed within two months of the decision refusing to revive or within such time as set in the decision.

(¢) The time periods set forth in this section cannot be extended, except that the three-month
period set forth in paragraph (b)(4)(ii) and the time period set forth in paragraph (d) of this section
may be extended under the provisions of § 1.136.

[47 FR 41277, Sept. 17, 1982, effective Oct. 1, 1982; para. (b) 48 FR 2713, Jan. 20, 1983, effective Feb. 27, 1983;
paras.(a) - (c), paras. (d) & (e) added, 58 FR 44277, Aug. 20,1993, effective Sept. 20, 1993, para. (c) revised, 60
FR 20195, Apr. 25, 1995, effective June 8, 1995]

37 CFR 1.138 Express abandonment.

An application may be expressly abandoned by filing in the Patent and Trademark Office a
written declaration of abandonment signed by the applicant and the assignee of record, if any, and
identifying the application. An application may also be expressly abandoned by filing a written
declaration of abandonment signed by the attorney or agent of record. A registered attorney or agent
acting under the provision of § 1.34(a), or of record, may also expressly abandon a prior application
as of the filing date granted to a continuing application when filing such a continuing application.
Express abandonment of the application may not be recognized by the Office unless it is actually
received by appropriate officials in time to act thereon before the date of issue.

[47 FR 47244, Oct. 25, 1982, effective Feb. 27, 1983; 49 FR 48416, Dec. 12, 1984, effective Feb. 11, 1985]
37 CFR 1.139 Revival of provisional application.

(a) A provisional application which has been accorded a filing date and abandoned for failure
to timely respond to an Office requirement may be revived so as to be pending for a period of no
longer than twelve months from its filing date if it is shown to the satisfaction of the Commissioner
that the delay was unavoidable. Under no circumstances will the provisional application be pending
after twelve months from its filing date. A petition to revive an abandoned provisional application
must be promptly filed after the applicant is notified of, or otherwise becomes aware of, the
abandonment, and must be accompanied by:

(1) the required response unless it has been previously filed;
(2) the petition fee as set forth in § 1.17(}); and

3) a showing that the delay was unavoidable. The showing must be a verified
showing if made by a person not registered to practice before the Patent and
Trademark Office.

(b) A provisional application which has been accorded a filing date and abandoned for failure
to timely respond to an Office requirement may be revived so as to be pending for a period of no
longer than twelve months from its filing date if the delay was unintentional. Under no
circumstances will the provisional application be pending after twelve months from its filing date. A
petition to revive an abandoned provisional application must be:





