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(1) accompanied by the required response unless it has been previously filed;
2) accompanied by the petition fee as set forth in § 1.17(m);

3) accompanied by a statement that the delay was unintentional. The statement must
be a verified statement if made by a person not registered to practice before the
Patent and Trademark Office. The Commissioner may require additional
information where there is a question whether the delay was unintentional; and

(4) filed either:

@) within one year of the date on which the provisional application became
abandoned; or

(i1) within three months of the date of the first decision on a petition to revive
under paragraph (a) of this section which was filed within one year of the
date on which the provisional application became abandoned.

(¢) Any request for reconsideration or review of a decision refusing to revive a provisional
application upon petition filed pursuant to paragraphs (a) or (b) of this section, to be considered
timely, must be filed within two months of the decision refusing to revive or within such time as set
in the decision.

(d) The time periods set forth in this section cannot be extended, except that the three-month
period set forth in paragraph (b)(4)(ii) of this section and the time period set forth in paragraph (c) of
this section may be extended under the provisions of § 1.136.

[Added, 60 FR 20195, Apr. 25, 1995, effective June 8, 1995]

JOINDER OF INVENTIONS IN ONE APPLICATION;
RESTRICTION

37 CFR 1.141 Different inventions in one national application.

(a) Two or more independent and distinct inventions may not be claimed in one national
application, except that more than one species of an invention, not to exceed a reasonable number,
may be specifically claimed in different claims in one national application, provided the application
also includes an allowable claim generic to all the claimed species and all the claims to species in
excess of one are written in dependent form(§ 1.75) or otherwise include all the limitations of the
generic claim.

(b) Where claims to all three categories, product, process of making, and process of use are
included in a national application, a three way requirement for restriction can only be made where
the process of making is distinct from the product. If the process of making and the product are not
distinct, the process of using may be joined with the claims directed to the product and the process of
making the product even though a showing of distinctness between the product and process of using
the product can be made.

[52 FR 20046, May 28, 1987, effective July 1, 1987]
37 CFR 1.142 Requirement for restriction.

(a) If two or more independent and distinct inventions are claimed in a single application, the
examiner in his action shall require the applicant in his response to that action to elect that
invention to which his claim shall be restricted, this official action being called a requirement for
restriction (also known as a requirement for division). If the distinctness and independence of the
inventions be clear, such requirement will be made before any action on the merits; however, it may
be made at any time before final action in the case at the discretion of the examiner.

(b) Claims to the invention or inventions not elected, if not cancelled, are nevertheless
withdrawn from further consideration by the examiner by the election, subject however to
reinstatement in the event the requirement for restriction is withdrawn or overruled.
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37 CFR 1.143 Reconsideration of requirement.

If the applicant disagrees with the requirement for restriction, he may request reconsideration
and withdrawal or modification of the requirement, giving the reasons therefor (see § 1.111). In
requesting reconsideration the applicant must indicate a provisional election of one invention for
prosecution, which invention shall be the one elected in the event the requirement becomes final.
The requirement for restriction will be reconsidered on such a request. If the requirement is repeated
and made final, the examiner will at the same time act on the claims to the invention elected.

37 CFR 1.144 Petition from requirement for restriction.

After a final requirement for restriction, the applicant, in addition to making any response due
on the remainder of the action, may petition the Commissioner to review the requirement. Petition
may be deferred until after final action on or allowance of claims to the invention elected, but must
be filed not later than appeal. A petition will not be considered if reconsideration of the requirement
was not requested. (See § 1.181.)

37 CFR 1.145 Subsequent presentation of claims for different invention.

If, after an office action on an application, the applicant presents claims directed to an invention
distinct from and independent of the invention previously claimed, the applicant will be required to
restrict the claims to the invention previously claimed if the amendment is entered, subject to
reconsideration and review as provided in § 1.143 and § 1.144.

37 CFR 1.146 Election of species.

In the first action on an application containing a generic claim and claims restricted separately
to each of more than one species embraced thereby, the examiner may require the applicant in his
response to that action to elect that species of his or her invention to which his or her claim shall be
restricted if no generic claim is held allowable. However, if such application contains claims directed
to more than a reasonable number of species, the examiner may require restriction of the claims to
not more than a reasonable number of species before taking further action in the case.

(43 FR 20465, May 11, 1978]

DESIGN PATENTS
37 CFR 1.151 Rules applicable.

The rules relating to applications for patents for other inventions or discoveries are also
applicable to applications for patents for designs except as otherwise provided.

37 CFR 1.152 Design drawing.

The design must be represented by a drawing that complies with the requirements of § 1.84, and
must contain a sufficient number of views to constitute a complete disclosure of the appearance of
the article. Appropriate surface shading must be used to show the character or contour of the
surfaces represented. Solid black surface shading is not permitted except when used to represent
color contrast. Broken lines may be used to show visible environmental structure, but may not be
used to show hidden planes and surfaces which cannot be seen through opaque materials. Alternate
positions of a design component, illustrated by full and broken lines in the same view are not
permitted in a design drawing. Photographs and ink drawings must not be combined in one
application. Photographs submitted in lieu of ink drawings in design patent applications must
comply with § 1.84(b) and must not disclose environmental structure but must be limited to the
design for the article claimed. Color drawings and color photographs are not permitted in design
patent applications.

[53 FR 47810, Nov. 28, 1988, effective Jan. 1, 1989; amended, 58 FR 38719, July 20, 1993, effective Oct. 1, 1993]
37 CFR 1.153 Title, description and claim, oath or declaration.

(a) The title of the design must designate the particular article. No description, other than a
reference to the drawing, is ordinarily required. The claim shall be in formal terms to the
ornamental design for the article (specifying name) as shown, or as shown and described. More than
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one claim is neither required nor permitted.

(b)

The oath or declaration required of the applicant must comply with § 1.63.

(24 FR 10332, Dec. 22, 1959; 29 FR 18503, Dec. 29, 1964; para. (b), 48 FR 2712, Jan. 20, 1983, effective Feb. 27,

1983]

37 CFR 1.154

The following order of arrangement should be observed in framing design specifications:

()
(b)
(©
(d
(e)

Arrangement of specification.

Preamble, stating name of the applicant and title of the design.

Description of the figure or figures of the drawing.

Description, if any.

Claim.

Signed oath or declaration (See § 1.153(b)).

[24 FR 10332, Dec. 22, 1959, para. (e), 48 FR 2713, Jan. 20, 1983, effective date Feb. 27, 1983]
37 CFR 1.155

(a)

(b)

©

(d)

Issue and term of design patents.

If, on examination, it shall appear that the applicant is entitled to a design patent under
the law, a notice of allowance will be sent to the applicant, or applicant's attorney or agent, calling
for the payment of the issue fee (§ 1.18(b)). If this issue fee is not paid within 3 months of the date of
the notice of allowance, the application shall be regarded as abandoned.

The Commissioner may accept the payment of the issue fee later than three months after
the mailing of the notice of allowance as though no abandonment had ever occurred if upon petition
the delay in payment is shown to have been unavoidable. The petition to accept the delayed payment
must be promptly filed after the applicant is notified of, or otherwise becomes aware of, the
abandonment, and must be accompanied by:

)
)
3)

the issue fee, unless it has been previously submitted;
the fee for delayed payment (§ 1.17(1)); and

a showing that the delay was unavoidable. The showing must be a verified showing

if made by a person not registered to practice before the Patent and Trademark
Office.

The Commissioner may, upon petition, accept the payment of the issue fee later than three
months after the mailing of the notice of allowance as though no abandonment had ever occurred if
the delay in payment was unintentional. The petition to accept the delayed payment must be:

@
2
3)

4

accompanied by the issue fee, unless it has been previously submitted;
accompanied by the fee for unintentionally delayed payment (§ 1.17(m));

accompanied by a statement that the delay was unintentional. The statement must
be a verified statement if made by a person not registered to practice before the
Patent and Trademark Office. The Commissioner may require additional
information where there is a question whether the delay was unintentional; and

filed either:
@ within one year of the date on which the application became abandoned; or

(i1) within three months of the date of the first decision on a petition under
paragraph (b) of this section which was filed within one year of the date on
which the application became abandoned.

Any petition pursuant to paragraph (b) of this section not filed within six months of the

date of abandonment of the application, must be accompanied by a terminal disclaimer with fee
under § 1.321 dedicating to the public a terminal part of the term of any patent granted thereon
equivalent to the period of abandonment of the application. The terminal disclaimer must also apply
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to any patent granted on any continuing application entitled under 35 U.S.C. 120 to the benefit of
the filing date of the application for which revival is sought.

(e)  Any request for reconsideration or review of a decision refusing to accept the delayed
payment upon petition filed pursuant to paragraphs (b) or (c) of this section, to be considered timely,
must be filed within two months of the dec1s1on refusing to accept the delayed payment or within
such time as set in the decision.

(f) The time periods set forth in this section cannot be extended, except that the three-month
period set forth in paragraph (c)(4)(ii) and the time period set forth in paragraph (e) of this section
may be extended under the provisions of § 1.136.

[47 FR 41277, Sept. 17, 1982, effective date Oct. 1, 1982; paras. (b) - (d) amended, paras. (e) and (f) added, 58 FR
44277, Aug. 20, 1993, effective Sept. 20, 1993]

PLANT PATENTS
37 CFR 1.161 Rules applicable.

The rules relating to applications for patent for other inventions or discoveries are also
applicable to applications for patents for plants except as otherwise provided.

37 CFR 1.162 Applicant, oath or declaration.

The applicant for a plant patent must be a person who has invented or discovered and asexually
reproduced the new and distinct variety of plant for which a patent is sought (or as provided in
§§ 1.42, 1.43, and 1.47). The oath or declaration required of the applicant, in addition to the
averments required by § 1.63, must state that he or she has asexually reproduced the plant. Where
the plant is a newly found plant the oath or declaration must also state that it was found in a
cultivated area.

[48 FR 2713, Jan. 20, 1983, effective Feb. 27, 1983]
37 CFR 1.163 Specification.

(a) The specification must contain as full and complete a disclosure as possible of the plant
and the characteristics thereof that distinguish the same over related known varieties, and its
antecedents, and must particularly point out where and in what manner the variety of plant has
been asexually reproduced. In the case of a newly found plant, the specification must particularly
point out the location and character of the area where the plant was discovered.

(b) Two copies of the specification (including the claim) must be submitted, but only one signed
oath or declaration is required. The second copy of the specification may be a legible carbon copy of
the original.

[24 FR 10332, Dec. 22, 1959; para. (b), 48 FR 2713, Jan. 20, 1983, effective Feb. 27, 1983]
37 CFR 1.164 Claim.

The claim shall be in formal terms to the new and distinct variety of the specified plant as
described and illustrated, and may also recite the principal distinguishing characteristics. More than
one claim is not permitted.

37 CFR 1.165 Plant Drawings.

(a) Plant patent drawings should be artistically and competently executed and must comply
with the requirements of § 1.84. View numbers and reference characters need not be employed
unless required by the examiner. The disclose all the distinctive characteristics of the plant capable
of visual representation.

(b) The drawing may be in color and when color is a distinguishing characteristic of the new
variety, the drawing must be in color. Two copies of color drawings or color photographs must be
submitted.

[24 FR 10332, Dec. 22, 1959; para. (b), 47 FR 41277, Sept. 17, 1982, effective Oct. 1, 1982; paras. (a) and (b)
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amended,58 FR 38719, July 20, 1993, effective Oct. 1, 1993]
37 CFR 1.166 Specimens.

The applicant may be required to furnish specimens of the plant, or its flower or fruit, in a
quantity and at a time in its stage of growth as may be designated, for study and inspection. Such
specimens, properly packed, must be forwarded in conformity with instructions furnished to the
applicant. When it is not possible to forward such specimens, plants must be made available for
official inspection where grown.

37 CFR 1.167 Examination.

(a) Applications may be submitted by the Patent and Trademark Office to the Department of
Agriculture for study and report.

(b) Affidavits or declarations from qualified agricultural or horticultural experts regarding the
novelty and distinctiveness of the variety of plant may be received when the need of such affidavits
or declarations is indicated.

{24 FR 10332, Dec. 22, 1959; 34 FR 18857, Nov. 26, 1969]

REISSUES
37CFR 1.171 Application for reissue.

An application for reissue must contain the same parts required for an application for an original
patent, complying with all the rules relating thereto except as otherwise provided, and in addition,
must comply with the requirements of the rules relating to reissue applications. The application
must be accompanied by a certified copy of an abstract of title or an order for a title report
accompanied by the fee set forth in § 1.19(b)(4), to be placed in the file, and by an offer to surrender
the original patent (§ 1.178).

[47 FR 41278, Sept. 17, 1982, effective Oct. 1, 1982, revised,54 FR 6893, Feb. 17, 1989, 54 FR 9432, March 7,
1989, effective Apr. 17, 1989; 56 FR 65142, Dec. 13, 1991, effective Dec. 16, 1991]

37 CFR 1.172 Applicants, assignees.

(a) A reissue oath must be signed and sworn to or declaration made by the inventor or
inventors except as otherwise provided (see §§ 1.42, 1.43, 1.47), and must be accompanied by the
written assent of all assignees, if any, owning an undivided interest in the patent, but a reissue oath
may be made and sworn to or declaration made by the assignee of the entire interest if the
application does not seek to enlarge the scope of the claims of the original patent.

(b) A reissue will be granted to the original patentee, his legal representative or assigns as the
interest may appear.

[24 FR 10332, Dec. 22, 1959, para. (a), 48 FR 2713, Jan. 20, 1983, effective Feb. 27, 1983]
37 CFR 1.173 Specification.

The specification of the reissue application must include the entire specification and claims of
the patent, with the matter to be omitted by reissue enclosed in square brackets; and any additions
made by the reissue must be underlined, so that the old and the new specifications and claims may
be readily compared. Claims should not be renumbered and the numbering of claims added by
reissue should follow the number of the highest numbered patent claim. No new matter shall be
introduced into the specification.

37CFR 1.174 Drawings.

(@) The drawings upon which the original patent was issued may be used in reissue
applications if no changes whatsoever are to be made in the drawings. In such cases, when the
reissue application is filed, the applicant must submit a temporary drawing which may consist of a
copy of the printed drawings of the patent or a photoprint of the original drawings of the size
required for original drawing.
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(b) Amendments which can be made in a reissue drawing, that is, changes from the drawing of
the patent, are restricted.

[24 FR 10332, Dec. 22, 1959; para. (a), 48 FR 2713, Jan. 20, 1983, effective Feb. 27, 1983]
37 CFR 1.175 Reissue oath or declaration.

(a) Applicants for reissue, in addition to complying with the requirements of § 1.63, must also
file with their applications a statement under oath or declaration as follows:

1) When the applicant verily believes the original patent to be wholly or partly
inoperative or invalid, stating such belief and the reasons why.

2) When it is claimed that such patent is so inoperative or invalid “by reason of a
defective specification or drawing” particularly specifying such defects.

(3) When it is claimed that such patent is inoperative or invalid “by reason of the
patentee claiming more or less than he had the right to claim in the patent,”
distinctly specifying the excess or insufficiency in the claims.

()] [Reserved]

) Particularly specifying the errors relied upon, and how they arose or occurred.
(6) Stating that said errors arose “without any deceptive intention” on the part of the
applicant,

©) Acknowledging the duty to disclose to the Office all information known to
applicants to be material to patentability as defined in § 1.56.

(b) Corroborating affidavits or declarations of others may be filed and the examiner may, in
any case, require additional information or affidavits or declarations concerning the application for
reissue and its object.

[24 FR 10332, Dec. 22, 1959; 29 FR 18503, Dec. 29, 1964,;34 FR 18857, Nov. 26, 1969; para. (a), 47 FR 21752,
May 19, 1982, effective July 1,1982; para. (a), 48 FR 2713, Jan. 20, 1983, effective Feb. 27, 1983; para. (a)7), 57
FR 2021, Jan. 17, 1992, effective Mar. 16, 1992]

37 CFR 1.176 Examination of reissue.

An original claim, if re-presented in the reissue application, is subject to reexamination, and the
entire application will be examined in the same manner as original applications, subject to the rules
relating thereto, excepting that division will not be required. Applications for reissue will be acted on
by the examiner in advance of other applications, but not sooner than two months after the
announcement of the filing of the reissue application has appeared in the Official Gazette.

[42 FR 5595, Jan. 28, 1977]
37 CFR 1.177 Reissue in divisions.

The Commissioner may, in his or her discretion, cause several patents to be issued for distinct
and separate parts of the thing patented, upon demand of the applicant, and upon payment of the
required fee for each division. Each division of a reissue constitutes the subject of a separate
specification descriptive of the part or parts of the invention claimed in such division; and the
drawing may represent only such part or parts, subject to the provisions of §§ 1.83 and 1.84. On
filing divisional reissue applications, they shall be referred to the Commissioner. Unless otherwise
ordered by the Commissioner upon petition and payment of the fee set forth in § 1.17(), all the
divisions of a reissue will issue simultaneously; if there is any controversy as to one division, the
others will be withheld from issue until the controversy is ended, unless the Commissioner orders
otherwise.

[47 FR 41278, Sept. 17, 1982, effective date Oct. 1, 1982; revised, 54 FR 6893, Feb. 15, 1989, 54 FR 9432, March
7, 1989, effective Apr. 17, 1989; revised, 60 FR 20195, Apr. 25, 1995, effective June 8, 1995]

37 CFR 1.178 Original patent.

The application for a reissue must be accompanied by an offer to surrender the original patent.
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The application should also be accompanied by the original patent, or if the original is lost or
inaccessible, by an affidavit or declaration to that effect. The application may be accepted for
examination in the absence of the original patent or the affidavit or declaration, but one or the other
must be supplied before the case is allowed. If a reissue be refused, the original patent will be
returned to applicant upon his request.

[24 FR 10332, Dec. 22, 1959; 34 FR 18857, Nov. 26, 1969]
37 CFR 1.179 Notice of reissue application.

When an application for a reissue is filed, there will be placed in the file of the original patent a
notice stating that an application for reissue has been filed. When the reissue is granted or the
reissue application is otherwise terminated, the fact will be added to the notice in the file of the
original patent.

PETITIONS AND ACTIONS BY THE COMMISSIONER
37 CFR 1.181 Petition to the Commissioner.
(a) Petition may be taken to the Commissioner:

(1) From any action or requirement of any examiner in the ex parte prosecution of an
application which is not subject to appeal to the Board of Patent Appeals and
Interferences or to the court;

2 in cases in which a statute or the rules specify that the matter is to be determined
directly by or reviewed by the Commissioner; and

(3) to invoke the supervisory authority of the Commissioner in appropriate circumstances.

For petitions in interferences, see § 1.644.

(b) Any such petition must contain a statement of the facts involved and the point or points to
be reviewed and the action requested. Briefs or memoranda, if any, in support thereof should
accompany or be embodied in the petition; and where facts are to be proven, the proof in the form of
affidavits or declarations (and exhibits, if any) must accompany the petition.

(¢) When a petition is taken from an action or requirement of an examiner in the ex parte
prosecution of an application, it may be required that there have been a proper request for
reconsideration (§ 1.111) and a repeated action by the examiner. The examiner may be directed by
the Commissioner to furnish a written statement, within a specified time, setting forth the reasons
for his decision upon the matters averred in the petition, supplying a copy thereof to the petitioner.

(d) Where a fee is required for a petition to the Commissioner the appropriate section of this
part will so indicate. If any required fee does not accompany the petition, the petition will be
dismissed.

(e)  Oral hearing will not be granted except when considered necessary by the Commissioner.

(f)  Except as otherwise provided in these rules, any such petition not filed within 2 months
from the action complained of, may be dismissed as untimely. The mere filing of a petition will not
stay the period for reply to an Examiner's action which may be running against an application, nor
act as a stay of other proceedings.

(8 The Commissioner may delegate to appropriate Patent and Trademark Office officials the
determination of petitions.

[24 FR 10332, Dec. 22, 1959; 34 FR 18857, Nov. 26, 1969; paras. (d) and (g), 47 FR 41278, Sept. 17, 1982,
effective Oct. 1, 1982; para. (a), 49 FR 48416, Dec. 12, 1984, effective Feb. 11, 1985]

37 CFR 1.182 Questions not specifically provided for.

All cases not specifically provided for in the regulations of this part will be decided in accordance
with the merits of each case by or under the authority of the Commissioner, and such decision will be
communicated to the interested parties in writing. Any petition seeking a decision under this section
must be accompanied by the petition fee set forth in § 1.17(h).
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[47 FR 41278, Sept. 17, 1982, effective date Oct. 1, 1982]
37 CFR 1.183 Suspension of rules.

In an extraordinary situation, when justice requires, any requirement of the regulations in this
part which is not a requirement of the statutes may be suspended or waived by the Commissioner or
the Commissioner's designee, sua sponte, or on petition of the interested party, subject to such other
requirements as may be imposed. Any petition under this section must be accompanied by the
petition fee set forth in § 1.17(h).

[47 FR 41278, Sept. 17, 1982, effective Oct. 1, 1982]

37 CFR 1.184 Reconsideration of cases decided by former Commissioners.

Cases which have been decided by one Commissioner will not be reconsidered by his successor
except in accordance with the principles which govern the granting of new trials.

APPEAL TO THE BOARD OF PATENT APPEALS AND
INTERFERENCES

Authority: Secs. 1.191 to 1.198 also issued under 35 U.S.C. 134.
37 CFR 1.191 Appeal to Board of Patent Appeals and Interferences.

(a) Every applicant for a patent or for reissue of a patent, or every owner of a patent under
reexamination, any of the claims of which have been twice rejected or who has been given a final
rejection (§ 1.113), may, upon the payment of the fee set forth in § 1.17(e), appeal from the decision of
the examiner to the Board of Patent Appeals and Interferences within the time allowed for response.

(b) The appeal in an application or reexamination proceeding must identify the rejected claim
or claims appealed, and must be signed by the applicant, patent owner, or duly authorized attorney
or agent.

(¢) An appeal when taken must be taken from the rejection of all claims under rejection which
the applicant or patent owner proposes to contest. Questions relating to matters not affecting the
merits of the invention may be required to be settled before an appeal can be considered.

(d) The time periods set forth in §§ 1.191 and 1.192 are subject to the provisions of § 1.136 for
patent applications and § 1.550(c) for reexamination proceedings. The time periods set forth in
§8§1.193, 1.194, 1.196, and 1.197 are subject to the provisions of § 1.136(b) for patent applications or
§ 1.550(c) for reexamination proceedings. See § 1.304(a) for extensions of time for filing a notice of
appeal to the U.S. Court of Appeals for the Federal Circuit or for commencing a civil action.

(e) Jurisdiction over the application or patent under reexamination passes to the Board of
Patent Appeals and Interferences upon transmittal of the file, including all briefs and examiner's
answers, to the Board. Prior to the entry of a decision on the appeal, the Commissioner may sua
sponte order the application remanded to the examiner.

[46 FR 29183, May 29, 1981; para. (a), 47 FR 41278, Sept. 17, 1982, effective Oct. 1, 1982; para. (d), 49 FR 555,
Jan. 4, 1984, effective Apr. 1, 1984; 49 FR 48416, Dec. 12, 1984, effective Feb. 11, 1985, paras. (b) and (d)
amended, para. (e) added, 54 FR 29553, July 13, 1989, effective Aug. 20, 1989; para. (d) revised,58 FR 54504,
Oct. 22, 1993, effective Jan 3, 1994]

37 CFR 1.192 Appellant's brief.

(a) Appellant shall, within 2 months from the date of the notice of appeal under § 1.191 or
within the time allowed for response to the action appealed from, if such time is later, file a brief in
triplicate. The brief must be accompanied by the requisite fee set forth in § 1.17(f) and must set forth
the authorities and arguments on which appellant will rely to maintain the appeal. Any arguments
or authorities not included in the brief will be refused consideration by the Board of Patent Appeals
and Interferences, unless good cause is shown.

(b)  On failure to file the brief, accompanied by the requisite fee, within the time allowed, the
appeal shall stand dismissed.
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(c)  The brief shall contain the following items under appropriate headings and in the order
indicated below unless the brief is filed by an applicant who is not represented by a registered

practitioner:

M

(2

3)

4)

(6)
)

®

Real party in interest. A statement identifying the real party in interest, if the
party named in the caption of the brief is not the real party in interest.

Related appeals and interferences. A statement identifying by number and filing
date all other appeals or interferences known to appellant, the appellant's legal
representative, or assignee which will directly affect or be directly affected by or
have a bearing on the Board's decision in the pending appeal.

Status of claims. A statement of the status of all the claims, pending or canceled,
and identifying the claims appealed.

Status of amendments. A statement of the status of any amendment filed
subsequent to final rejection.

Summary of invention. A concise explanation of the invention defined in the claims
involved in the appeal, which shall refer to the specification by page and line
number, and to the drawing, if any, by reference characters.

Issues. A concise statement of the issues presented for review.

Grouping of claims. For each ground of rejection which appellant contests and
which applies to a group of two or more claims, the Board shall select a single claim
from the group and shall decide the appeal as to the ground of rejection on the
basis of that claim alone unless a statement is included that the claims of the group
do not stand or fall together and, in the argument under paragraph (c)(8) of this
section, appellant explains why the claims of the group are believed to be
separately patentable. Merely pointing out differences in what the claims cover is
not an argument as to why the claims are separately patentable.

Argument. The contentions of appellant with respect to each of the issues
presented for review in paragraph (c)(6) of this section, and the basis therefor, with
citations of the authorities, statutes, and parts of the record relied on. Each issue
should be treated under a separate heading.

) For each rejection under 35 U.S.C. 112, first paragraph, the argument
shall specify the errors in the rejection and how the first paragraph of 35
U.S.C. 112 is complied with, including, as appropriate, how the
specification and drawings, if any,

(A) describe the subject matter defined by each of the rejected claims,

(B) enable any person skilled in the art to make and use the subject
matter defined by each of the rejected claims, and

(C) set forth the best mode contemplated by the inventor of carrying out
his or her invention. :

(i1) For each rejection under 35 U.S.C. 112, second paragraph, the argument
shall specify the errors in the rejection and how the claims particularly
point out and distinctly claim the subject matter which applicant regards
as the invention.

(iii) For each rejection under 35 U.S.C. 102, the argument shall specify the
errors in the rejection and why the rejected claims are patentable under35
U.S.C. 102, including any specific limitations in the rejected claims which
are not described in the prior art relied upon in the rejection.

@iv) For each rejection under 35 U.S.C. 103, the argument shall specify the
errors in the rejection and, if appropriate, the specific limitations in the
rejected claims which are not described in the prior art relied on in the
rejection, and shall explain how such limitations render the claimed
subject matter unobvious over the prior art. If the rejection is based upon
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a combination of references, the argument shall explain why the
references, taken as a whole, do not suggest the claimed subject matter,
and shall include, as may be appropriate, an explanation of why features
disclosed in one reference may not properly be combined with features
disclosed in another reference. A general argument that all the limitations
are not described in a single reference does not satisfy the requirements of
this paragraph.

W) For any rejection other than those referred to in paragraphs (c)(8)(i) to (iv)
of this section, the argument shall specify the errors in the rejection and
the specific limitations in the rejected claims, if appropriate, or other
reasons, which cause the rejection to be in error.

9 Appendix. An appendix containing a copy of the claims involved in the appeal.

(d) If a brief is filed which does not comply with all the requirements of paragraph (c) of this
section, appellant will be notified of the reasons for non-compliance and provided with a period of one
month within which to file an amended brief. If appellant does not file an amended brief during the
one-month period, or files an amended brief which does not overcome all the reasons for non-
compliance stated in the notification, the appeal will stand dismissed.

[36 FR 5850, Mar. 30, 1971, para. (a), 47 FR 41278, Sept. 17, 1982, effective Oct. 1, 1982; para. (a), 49 FR 556,
Jan. 4, 1984, effective Apr. 1, 1984; 53 FR 23734, June 23, 1988, effective Sept. 12, 1988; para. (a), (c), and (d)
revised, 58 FR 54504, Oct. 22, 1993, effective Jan 3, 1994; paras. (a)-(c) revised, 60 FR 14488, Mar 17, 1995,
effective Apr. 21, 1995]

37 CFR 1.193 Examiner's answer.

(a) The primary examiner may, within such time as may be directed by the Commissioner,
furnish a written statement in answer to the appellant's brief including such explanation of the
invention claimed and of the references and grounds of rejection as may be necessary, supplying a
copy to the appellant. If the primary examiner shall find that the appeal is not regular in form or
does not relate to an appealable action, he shall so state and a petition from such decision may be
taken to the Commissioner as provided in § 1.181.

(b) The appellant may file a reply brief directed only to such new points of argument as may
be raised in the examiner's answer, within two months from the date of such answer. The new points
of argument shall be specifically identified in the reply brief. If the examiner determines that the
reply brief is not directed only to new points of argument raised in the examiner's answer, the
examiner may refuse entry of the reply brief and will so notify the appellant. If the examiner's
answer expressly states that it includes a new ground of rejection, appellant must file a reply thereto
within two months from the date of such answer to avoid dismissal of the appeal as to the claims
subject to the new ground of rejection; such reply may be accompanied by any amendment or
material appropriate to the new ground. See § 1.136(b) for extensions of time for filing a reply brief
in a patent application and § 1.550(c) for extensions of time in a reexamination proceeding.

{24 FR 10332, Dec. 22, 1959; 34 FR 18858, Nov.26, 1969; para. (c), 47 FR 21752, May 19, 1982, added effective
July 1, 1982; para. (b), 50 FR 9382, Mar. 7, 1985, effective May 8, 1985; 53 FR 23735, June 23, 1988, effective
Sept. 12, 1988; para. (c) deleted, 57 FR 2021, Jan. 17, 1992, effective Mar. 16, 1992; para. (b) revised, 58 FR
54504, Oct. 22, 1993, effective Jan 3, 1994]

37 CFR 1.194 Oral hearing.

(a) An oral hearing should be requested only in those circumstances in which the appellant
considers such a hearing necessary or desirable for a proper presentation of his appeal. An appeal
decided without an oral hearing will receive the same consideration by the Board of Patent Appeals
and Interferences as appeals decided after oral hearing.

(b) If appellant desires an oral hearing, appellant must file a written request for such hearing
accompanied by the fee set forth in § 1.17(g) within two months after the date of the examiner's
answer. If appellant requests an oral hearing and submits therewith the fee set forth in § 1.17(g), an
oral argument may be presented by, or on behalf of, the primary examiner if considered desirable by
either the primary examiner or the Board. See § 1.136(b) for extensions of time for requesting an
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oral hearing in a patent application and § 1.550(c) for extensions of time in a reexamination
proceeding.

() If norequest and fee for oral hearing have been timely filed by the appellant, the appeal
will be assigned for consideration and decision. If the appellant has requested an oral hearing and
has submitted the fee set forth in § 1.17(g), a day of hearing will be set, and due notice thereof given
to the appellant and to the primary examiner. Hearing will be held as stated in the notice, and oral
argument will be limited to twenty minutes for the appellant and fifteen minutes for the primary
examiner unless otherwise ordered before the hearing begins.

{42 FR 5595, Jan. 28, 1977; paras. (b) & (c), 47 FR 41278, Sept. 17, 1982, effective Oct. 1, 1982; para. (a), 49 FR
48416, Dec. 12, 1984, effective Feb. 11, 1985; para. (b) revised 53 FR 23735, June 23, 1988, effective Sept. 12,
1988; para. (b) revised, 58 FR 54504, Oct. 22, 1993, effective Jan 3, 1994]

37 CFR 1.195 Affidavits or declarations after appeal.

Affidavits, declarations, or exhibits submitted after the case has been appealed will not be
admitted without a showing of good and sufficient reasons why they were not earlier presented.

[34 FR 18858, Nov. 26, 1969]
37 CFR 1.196 Decision by the Board of Patent Appeals and Interferences.

(a) The Board of Patent Appeals and Interferences, in its decision, may affirm or reverse the
decision of the examiner in whole or in part on the grounds and on the claims specified by the
examiner or remand the application to the examiner for further consideration. The affirmance of the
rejection of a claim on any of the grounds specified constitutes a general affirmance of the decision of
the examiner on that claim, except as to any ground specifically reversed.

(b) Should the Board of Patent Appeals and Interferences have knowledge of any grounds not
involved in the appeal for rejecting any appealed claim, it may include in the decision a statement to
that effect with its reasons for so holding, which statement shall constitute a new rejection of the
claims. A new rejection shall not be considered final for purposes of judicial review. When the Board
of Patent Appeals and Interferences makes a new rejection of an appealed claim, the appellant may
exercise any one of the following two options with respect to the new ground:

(1) The appellant may submit an appropriate amendment of the claims so rejected or a
showing of facts, or both, and have the matter reconsidered by the examiner in
which event the application will be remanded to the examiner. The statement shall
be binding upon the examiner unless an amendment or showing of facts not
previously of record be made which, in the opinion of the examiner, overcomes the
new ground for rejection stated in the decision. Should the examiner again reject
the application, the applicant may again appeal to the Board of Patent Appeals and
Interferences.

(2) The appellant may have the case reconsidered under § 1.197(b) by the Board of
Patent Appeals and Interferences upon the same record. The request for re-
consideration shall address the new ground for rejection and state with
particularity the points believed to have been misapprehended or overlooked in
rendering the decision and also state all other grounds upon which reconsideration
is sought. Where request for such reconsideration is made the Board of Patent
Appeals and Interferences shall reconsider the new ground for rejection and, if
necessary, render a new decision which shall include all grounds upon which a
patent is refused. The decision on reconsideration is deemed to incorporate the
earlier decision, except for those portions specifically withdrawn on
reconsideration, and is final for the purpose of judicial review.

(¢) Should the decision of the Board of Patent Appeals and Interferences include an explicit
statement that a claim may be allowed in amended form, appellant shall have the right to amend in
conformity with such statement which shall be binding on the examiner in the absence of new
references or grounds of rejection.

(d) Although the Board of Patent Appeals and Interferences normally will confine its decision
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to a review of rejections made by the examiner, should it have knowledge of any grounds for rejecting
any allowed claim, it may include in its decision a recommended rejection of the claim and remand
the case to the examiner. In such event, the Board shall set a period, not less than one month,
within which the appellant may submit to the examiner an appropriate amendment, a showing of
facts or reasons, or both, in order to avoid the grounds set forth in the recommendation of the
Board of Patent Appeals and Interferences. The examiner shall be bound by the recommendation
and shall enter and maintain the recommended rejection unless an amendment or showing of facts
not previously of record is filed which, in the opinion of the examiner, overcomes the recommended
rejection. Should the examiner make the recommended rejection final, the applicant may again
appeal to the Board of Patent Appeals and Interferences.

(e) Whenever a decision of the Board of Patent Appeals and Interferences includes a remand,
that decision shall not be considered a final decision. When appropriate, upon conclusion of
proceedings on remand before the examiner, the Board of Patent Appeals and Interferences may
enter an order otherwise making its decision final.

(f) See § 1.136(b) for extensions of time to take action under this section in a patent
application and § 1.550(c) for extensions of time in a reexamination proceeding.

[24 FR 10332, Dec. 12, 1959; 49 FR 29183, May 29, 1981; 49 FR 48416, Dec. 12, 1984, effective Feb. 12, 1985;
para. (b) revised 53 FR 23735, June 23, 1988, effective Sept. 12, 1988; paras. (a), (b) & (d) amended, paras. (e) &
(f) added, 54 FR 29552, July 13, 1989, effective Aug. 20, 1989; para. (f) revised, 58 FR 54504, Oct. 22, 1993,
effective Jan 3, 1994]

37 CFR 1.197 Action following decision.

(a) After decision by the Board of Patent Appeals and Interferences, the case shall be returned
to the examiner, subject to the appellant's right of appeal or other review, for such further action by
the appellant or by the examiner, as the condition of the case may require, to carry into effect the
decision.

(b) A single request for reconsideration or modification of the decision may be made if filed
within one month from the date of the original decision, unless the original decision is so modified by
the decision on reconsideration as to become, in effect, a new decision, and the Board of Patent
Appeals and Interferences so states. The request for reconsideration shall state with particularity
the points believed to have been misapprehended or overlooked in rendering the decision and also
state all other grounds upon which reconsideration is sought. See § 1.136(b) for extensions of time for
seeking reconsideration in a patent application and § 1.550(c) for extensions of time in a
reexamination proceeding.

(¢) Termination of proceedings. Proceedings are considered terminated by the dismissal of an
appeal or the failure to timely file an appeal to the court or a civil action (§ 1.304) except:

1) where claims stand allowed in an application or
2) where the nature of the decision requires further action by the examiner.

The date of termination of proceedings is the date on which the appeal is dismissed or the date
on which the time for appeal to court or review by civil action (§ 1.304) expires. If an appeal to the
court or a civil action has been filed, proceedings are considered terminated when the appeal or civil
action is terminated. An appeal to the U.S. Court of Appeals for the Federal Circuit is terminated
when the mandate is received by the Office. A civil action is terminated when the time to appeal the
judgment expires.

[46 FR 29184, May 29, 1981; para. (a), 47 FR 41278, Sept. 17, 1982, effective Oct. 1, 1982; 49 FR 556, Jan. 4,
1984, effective Apr. 1, 1984; paras. (a) and (b), 49 FR 48416, Dec. 12, 1984, effective Feb. 11, 1985; paras. (b) and
(c), 54 FR 29552, July 13, 1989, effective Aug. 20, 1989; para. (b) revised, 58 FR 54504, Oct. 22, 1993, effective
Jan 3, 1994]

37 CFR 1.198 Reopening after decision.

Cases which have been decided by the Board of Patent Appeals and Interferences will not be
reopened or reconsidered by the primary examiner except under the provisions of § 1.196 without the
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written authority of the Commissioner, and then only for the consideration of matters not already
adjudicated, sufficient cause being shown.

[49 FR 48416, Dec. 12, 1984, effective date Feb. 11, 1985]

MISCELLANEOUS PROVISIONS

37 CFR 1.248 Service of papers; manner of service; proof of service in cases other
than interferences.

(a)  Service of papers must be on the attorney or agent of the party if there be such or on the
party if there is no attorney or agent, and may be made in any of the following ways:

1) By delivering a copy of the paper to the person served;

2) By leaving a copy at usual place of business of the person served with someone in
his employment;

3 When the person served has no usual place of business, by leaving a copy at the
person's residence, with some person of suitable age and discretion who resides
there;

4) Transmissions by first class mail. When service is by mail the date of mailing will

be regarded as the date of service.

(5) Whenever it shall be satisfactorily shown to the Commissioner that none of the
above modes of obtaining or serving the paper is practicable, service may be by
notice published in the Official Gazette.

(b) Papers filed in the Patent and Trademark Office which are required to be served shall
contain proof of service. Proof of service may appear on or be affixed to papers filed. Proof of service
shall include the date and manner of service. In the case of personal service, proof of service shall
also include the name of any person served, certified by the person who made service. Proof of service
may be made by:

1) an acknowledgement of service by or on behalf of the person served or

2) a statement signed by the attorney or agent containing the information required by
this section.

(c) See § 1.646 for service of papers in interferences.

[46 FR 29184, May 29, 1981; 49 FR 48416, Dec. 12, 1984, effective Feb. 11, 1985]

PROTESTS AND PUBLIC USE PROCEEDINGS
37 CFR 1.291 Protests by the public against pending applications.

(a) Protests by a member of the public against pending applications will be referred to the
examiner having charge of the subject matter involved. A protest specifically identifying the
application to which the protest is directed will be entered in the application file if:

QD The protest is timely submitted; and

2) The protest is either served upon the applicant in accordance with § 1.248, or filed
with the Office in duplicate in the event service is not possible.

Protests raising fraud or other inequitable conduct issues will be entered in the application
file, generally without comment on those issues. Protests which do not adequately identify a
pending patent application will be disposed of and will not be considered by the Office.

(b) A protest submitted in accordance with the second sentence of paragraph (a) of this section
will be considered by the Office if it includes

1) a listing of the patents, publications, or other information relied upon;

2) a concise explanation of the relevance of each listed item;
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3) a copy of each listed patent or publication or other item of information in written
form or at least the pertinent portions thereof; and
4) an English language translation of all the necessary and pertinent parts of any

non-English language patent, publication, or other item of information in written
form relied upon.

(¢) A member of the public filing a protest in an application under paragraph (a) of this section
will not receive any communications from the Office relating to the protest, other than the return of
a self-addressed postcard which the member of the public may include with the protest in order to
receive an acknowledgment by the Office that the protest has been received. The Office may
communicate with the applicant regarding any protest and may require the applicant to respond to
specific questions raised by the protest. In the absence of a request by the Office, an applicant has no
duty to, and need not, respond to a protest. The limited involvement of the member of the public
filing a protest pursuant to paragraph (a) of this section ends with the filing of the protest, and no
further submission on behalf of the protestor will be considered unless such submission raises new
issues which could not have been earlier presented.

[47 FR 21752, May 19, 1982, effective July 1, 1982, paras. (a) and (c), 57 FR 2021, Jan. 17, 1992, effective Mar.
16, 1992]

37 CFR 1.292 Public use proceedings.

(a) When a petition for the institution of public use proceedings, supported by affidavits or
declarations and the fee set forth in § 1.17(), is filed by one having information of the pendency of an
application and is found, on reference to the examiner, to make a prima facie showing that the
invention claimed in an application believed to be on file had been in public use or on sale more than
one year before the filing of the application, a hearing may be had before the Commissioner to
determine whether a public use proceeding should be instituted. If instituted, the Commissioner may
designate an appropriate official to conduct the public use proceeding, including the setting of times
for taking testimony, which shall be taken as provided by §§ 1.671 through 1.685. The petitioner will
be heard in the proceedings but after decision therein will not be heard further in the prosecution of
the application for patent.

(b) The petition and accompanying papers should either:

(1) Reflect that a copy of the same has been served upon the applicant or upon his
attorney or agent of record; or

(2) be filed with the Office in duplicate in the event service is not possible.

The petition and accompanying papers, or a notice that such a petition has been filed, shall be
entered in the application file.

(c) A petition for institution of public use proceedings shall not be filed by a party to an
interference as to an application involved in the interference. Public use and on sale issues in an
interference shall be raised by a preliminary motion under § 1.633(a).

[42 FR 5595, Jan. 28, 1977; para. (a), 47 FR 41279, Sept. 17, 1982; paras. (a) and (c), 49 FR 48416, Dec. 12,
1984, effective Feb. 12, 1985]

37 CFR 1.293 Statutory invention registration.

(a) An applicant for an original patent may request, at any time during the pen_dency of
applicant's pending complete application, that the specification and drawings be published as a
statutory invention registration. Any such request must be signed by

(D the applicant and any assignee of record or
2 an attorney or agent of record in the application.

(b) Any request for publication of a statutory invention registration must include the following
parts:

(1) A waiver of the applicant's right to receive a patent on the invention clair_ned
effective upon the date of publication of the statutory invention registration;
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2) The required fee for filing a request for publication of a statutory invention
registration as provided for in § 1.17(n) or (o);

3) A statement that in the opinion of the requester, the application to which the
request is directed meets the requirements of 35 U.S.C. 112; and

4) A statement that, in the opinion of the requester, the application to which the
request is directed complies with the formal requirements of this part for printing
as a patent.

() A waiver filed with a request for a statutory invention registration will be effective, upon
publication of the statutory invention registration, to waive the inventor's right to receive a patent
on the invention claimed in the statutory invention registration, in any application for an original
patent which is pending on, or filed after, the date of publication of the statutory invention
registration. A waiver filed with a request for a statutory invention registration will not affect the
rights of any other inventor even if the subject matter of the statutory invention registration and an
application of another inventor are commonly owned. A waiver filed with a request for a statutory
invention registration will not affect any rights in a patent to the inventor which issued prior to the
date of publication of the statutory invention registration unless a reissue application is filed seeking
to enlarge the scope of the claims of the patent. See also § 1.106(e).

[50 FR 9382, Mar. 7, 1985, effective date May 8, 1985]

37 CFR 1.294 Examination of request for publication of a statutory invention
registration and patent application to which the request is directed.

(a) Any request for a statutory invention registration will be examined to determine if the
requirements of § 1.293 have been met. The application to which the request is directed will be
examined to determine

1) if the subject matter of the application is appropriate for publication,
(2 if the requirements for publication are met, and
(3) if the requirements of 35 U.S.C. 112 and § 1.293 of this part are met.

(b) Applicant will be notified of the results of the examination set forth in paragraph (a) of this
section. If the requirements of § 1.293 and this section are not met by the request filed, the
notification to applicant will set a period of time within which to comply with the requirements in
order to avoid abandonment of the application. If the application does not meet the requirements of
35 U.S.C. 112, the notification to applicant will include a rejection under the appropriate provisions
of 35 U.S.C. 112. The periods for response established pursuant to this section are subject to the
extension of time provisions of § 1.136. After response by the applicant, the application will again be
considered for publication of a statutory invention registration. If the requirements of § 1.293 and
this section are not timely met, the refusal to publish will be made final. If the requirements of 35
U.S.C. 112 are not met, the rejection pursuant to 35 U.S.C. 112 will be made final.

(¢) If the examination pursuant to this section results in approval of the request for a

statutory invention registration the applicant will be notified of the intent to publish a statutory
invention registration.

[50 FR 9382, Mar. 7, 1985, effective date May 8, 1985]

37 CFR 1.295 Review of decision finally refusing to publish a statutory invention
registration.

(a) Any requester who is dissatisfied with the final refusal to publish a statutory invention
registration for reasons other than compliance with 35 U.S.C. 112 may obtain review of the refusal to
publish the statutory invention registration by filing a petition to the Commissioner accompanied by
the fee set forth in § 1.17(h) within one month or such other time as is set in the decision refusing
publication. Any such petition should comply with the requirements of § 1.181(b). The petition may
include a request that the petition fee be refunded if the final refusal to publish a statutory invention
registration for reasons other than compliance with 35 U.S.C. 112 is determined to result from an
error by the Patent and Trademark Office.





