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(c) of §12 of this Act.

(5) At any time in the case of a certification mark on the ground that the registrant (A)
does not control, or is not able legitimately to exercise control over, the use of such
mark, or (B) engages in the production or marketing of any goods or services to
which the certification mark is applied, or (C) permits the use of the certification
mark for purposes other than to certify, or (D) discriminately refuses to certify or to
continue to certify the goods or services of any person who maintains the standards
or conditions which such mark certifies:

Provided, That the Federal Trade Commission may apply to cancel on the grounds specified in
paragraphs (3) and (5) of this section any mark registered on the principal register established by
this Act, and the prescribed fee shall not be required.

15 U.S.C. 1065 Incontestability of right to use mark [Section 15]

Except on a ground for which application to cancel may be filed at anytime under paragraphs (3)
and (5) of §14 of this Act, and except to the extent, if any, to which the use of a mark registered on
the principal register infringes a valid right acquired under the law of any State or Territory by use
of a mark or trade name continuing from a date prior to the date of registration under this Act of
such registered mark, the right of the registrant to use such registered mark in commerce for the
goods or services on or in connection with which such registered mark has been in continuous use for
five consecutive years subsequent to the date of such registration and is still in use in commerce,
shall be incontestable: Provided, That--

(1) there has been no final decision adverse to registrant's claim of ownership of such
mark for such goods or services, or to registrant's right to register the same or to
keep the same on the register; and

2) there is no proceeding involving said rights pending in the Patent and Trademark
Office or in a court and not finally disposed of; and

3) an affidavit is filed with the Commissioner within one year after the expiration of
any such five-year period setting forth those goods or services stated in the
registration on or in connection with which such mark has been in continuous use
for such five consecutive years and is still in use in commerce, and the other
matters specified in paragraphs (1) and (2) of this section; and

4) no incontestable right shall be acquired in a mark which is the generic name for
the goods or services or a portion thereof, for which it is registered.

Subject to the conditions above specified in this section, the incontestable right with reference to
a mark registered under this Act shall apply to a mark registered under the Act of March 3, 1881, or
the Act of February 20, 1905, upon the filing of the required affidavit with the Commissioner within
one year after the expiration of any period of five consecutive years after the date of publication of a
mark under the provisions of subsection (c) of §12 of this Act.

The Commissioner shall notify any registrant who files the above-prescribed affidavit of the
filing thereof.

15 U.S.C. 1066 Interference [Section 16]

Upon petition showing extraordinary circumstances, the Commissioner may declare that an
interference exists when application is made for the registration of a mark which so resembles a
mark previously registered by another, or for the registration of which another has previously made
application, as to be likely when used on or in connection with the goods or services of the applicant
to cause confusion or mistake or to deceive. No interference shall be declared between an application
and the registration of a mark the right to the use of which has become incontestable.

15 U.S.C. 1067 Notice of inter partes proceedings; hearing by Trademark Trial and
Appeal Board [Section 17}

In every case of interference, opposition to registration, application to register as a lawful
concurrent user, or application to cancel the registration of a mark, the Commissioner shall give
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notice to all parties and shall direct a Trademark Trial and Appeal Board to determine and decide
the respective rights of registration.

The Trademark Trial and Appeal Board shall include the Commissioner, the Deputy
Commissioner, the Assistant Commissioners, and members appointed by the Commissioner.
Employees of the Patent and Trademark Office and other persons, all of whom shall be competent in
trademark law, shall be eligible for appointment as members. Each case shall be heard by at least
three members of the Board, the members hearing such case to be designated by the Commissioner.

15 U.S.C. 1068 Refusal, cancellation, or restriction of registration; concurrent use
[Section 18]

In such proceedings the Commissioner may refuse to register the opposed mark, may cancel the
registration, in whole or in part, may modify the application or registration by limiting the goods or
services specified therein, may otherwise restrict or rectify with respect to the register the
registration of a registered mark, may refuse to register any or all of several interfering marks, or
may register the mark or marks for the person or persons entitled thereto, as the rights of the
parties hereunder may be established in the proceedings: Provided, That in the case of the
registration of any mark based on concurrent use, the Commissioner shall determine and fix the
conditions and limitations provided for in subsection (d) of §2 of this Act. However, no final
judgment shall be entered in favor of an applicant under §1(b) before the mark is registered, if such
applicant cannot prevail without establishing constructive use pursuant to §7(c).

15 U.S.C. 1069  Applicability, in inter partes proceeding, of equitable principles of
laches, estoppel and acquiescence [Section 19]

In all inter partes proceedings equitable principles of laches, estoppel, and acquiescence, where
applicable, may be considered and applied.

15 U.S.C. 1070 Appeal from examiner to Trademark Trial and Appeal Board
[Section 20]

An appeal may be taken to the Trademark Trial and Appeal Board from any final decision of the
examiner in charge of the registration of marks upon the payment of the prescribed fee.

15 U.S.C. 1071  Review of Commissioner's or Trademark Trial and Appeal Board's
decision [Section 21]

(a)(1) An applicant for registration of a mark, party to an interference proceeding, party to an
opposition proceeding, party to an application to register as a lawful concurrent user, party to a
cancellation proceeding, a registrant who has filed an affidavit as provided in §8, or an applicant for
renewal, who is dissatisfied with the decision of the Commissioner or Trademark Trial and Appeal
Board, may appeal to the United States Court of Appeals for the Federal Circuit thereby waiving his
right to proceed under subsection (b) of this section: Provided, That such appeal shall be dismissed if
any adverse party to the proceeding, other than the Commissioner, shall, within twenty days after
the appellant has filed notice of appeal according to paragraph (2) of this subsection, files notice with
the Commissioner that he elects to have all further proceedings conducted as provided in subsection
(b) of this section. Thereupon the appellant shall have thirty days thereafter within which to file a
civil action under subsection (b) of this section in default of which the decision appealed from shall
govern the further proceedings in the case.

(2) When an appeal is taken to the United States Court of Appeals for the Federal
Circuit, the appellant shall file in the Patent and Trademark Office a written notice
of appeal directed to the Commissioner, within such time after the date of the
decision from which the appeal is taken as the Commissioner prescribes, but in no
case less than 60 days after that date.

3) The Commissioner shall transmit to the United States Court of Appeals for the
Federal Circuit a certified list of the documents comprising the record in the Patent
and Trademark Office. The court may request that the Commissioner forward the
original or certified copies of such documents during pendency of the appeal. In an
ex parte case, the Commissioner shall submit to that court a brief explaining the
grounds for the decision of the Patent and Trademark Office, addressing all the
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issues involved in the appeal. The court shall, before hearing an appeal, give notice
of the time and place of the hearing to the Commissioner and parties in the appeal.

4) The United States Court of Appeals for the Federal Circuit shall review the
decision from which the appeal is taken on the record before the Patent and
Trademark Office. Upon its determination the court shall issue its mandate and
opinion to the Commissioner, which shall be entered of record in the Patent and
Trademark Office and shall govern the further proceedings in the case. However,
no final judgment shall be entered in favor of an applicant under §1(b) before the
mark is registered, if such applicant cannot prevail without establishing
constructive use pursuant to §7(c).

(b)(1) Whenever a person authorized by subsection (a) of this section to appeal to the United
States Court of Appeals for the Federal Circuit is dissatisfied with the decision of the Commissioner
or Trademark Trial and Appeal Board, said person may, unless appeal has been taken to said United
States Court of Appeals for the Federal Circuit, have remedy by a civil action if commenced within
such time after such decision, not less than sixty days, as the Commissioner appoints or as provided
in subsection (a) of this section. The court may adjudge that an applicant is entitled to a registration
upon the application involved, that a registration involved should be canceled, or such other matter
as the issues in the proceeding require, as the facts in the case may appear. Such adjudication shall
authorize the Commissioner to take any necessary action, upon compliance with the requirements of
law. However, no final judgment shall be entered in favor of an applicant under §1(b) before the
mark is registered, if such applicant cannot prevail without establishing constructive use pursuant
to §7(c).

2) The Commissioner shall not be made a party to an inter partes proceeding under
this subsection, but he shall be notified of the filing of the complaint by the clerk of
the court in which it is filed and shall have the right to intervene in the action.

3) In any case where there is no adverse party, a copy of the complaint shall be served
on the Commissioner, and, unless the court finds the expenses to be unreasonable,
all the expenses of the proceeding shall be paid by the party bringing the case,
whether the final decision is in favor of such party or not. In suits brought
hereunder, the record in the Patent and Trademark Office shall be admitted on
motion of any party, upon such terms and conditions as to costs, expenses, and the
further cross-examination of the witnesses as the court imposes, without prejudice
to the right of any party to take further testimony. The testimony and exhibits of
the record in the Patent and Trademark Office, when admitted, shall have the
same effect as if originally taken and produced in the suit.

(4) Where there is an adverse party, such suit may be instituted against the party in
interest as shown by the records of the Patent and Trademark Office at the time of
the decision complained of, but any party in interest may become a party to the
action. If there be adverse parties residing in a plurality of districts not embraced
within the same State, or an adverse party residing in a foreign country, the
United States District Court for the District of Columbia shall have jurisdiction
and may issue summons against the adverse parties directed to the marshal of any
district in which any adverse party resides. Summons against adverse parties
residing in foreign countries may be served by publication or otherwise as the court
directs.

15 U.S.C. 1072 Registration as notice [Section 22]

Registration of a mark on the principal register provided by this Act or under the Act of March 3,
1881, or the Act of February 20, 1905, shall be constructive notice of the registrant's claim of
ownership thereof.
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SUBCHAPTER II-THE SUPPLEMENTAL REGISTER
1091. Supplemental register.

1092. Publication; not subject to opposition; cancellation.

1093. Registration certificates for marks on principal and supplemental registers to be
different.

1094. Provisions of chapter applicable to registrations on supplemental register.

1095. Registration on principal register not precluded.

1096. Registration on supplemental register not used to stop importations.

15 U.S.C. 1091 Filing and registration for foreign use [Section 23]

(a) In addition to the principal register, the Commissioner shall keep a continuation of the
register provided in paragraph (b) of §1 of the Act of March 19, 1920, entitled "An Act to give effect to
certain provisions of the convention for the protection of trademarks and commercial names, made
and signed in the city of Buenos Aires, in the Argentine Republic, August 20, 1910, and for other
purposes,”" to be called the supplemental register. All marks capable of distinguishing applicant's
goods or services and not registrable on the principal register herein provided, except those declared
to be unregistrable under subsections (a), (b), (c), (d) and (e)(3) of §2 of this Act, which are in lawful
use in commerce by the owner thereof, on or in connection with any goods or services may be
registered on the supplemental register upon the payment of the prescribed fee and compliance with
the provisions of subsections (a) and (e) of §1 so far as they are applicable. Nothing in this section
shall prevent the registration on the supplemental register of a mark, capable of distinguishing the
applicant’s goods or services and not registrable on the principal register under this Act, that is
declared to be unregistrable under section 2(e)(3), if such mark has been in lawful use in commerce
by the owner thereof, on or in connection with any goods or services, since before the date of the
enactment of the North American Free Trade Agreement Implementation Act.

(b) Upon the filing of an application for registration on the supplemental register and payment
of the prescribed fee the Commissioner shall refer the application to the examiner in charge of the
registration of marks, who shall cause an examination to be made and if on such examination it shall
appear that the applicant is entitled to registration, the registration shall be granted. If the
applicant is found not entitled to registration the provisions of subsection (b) of §12 of this Act shall
apply.

(¢)  For the purposes of registration on the supplemental register, a mark may consist of any
trademark, symbol, label, package, configuration of goods, name, word, slogan, phrase, surname,
geographical name, numeral, or device or any combination of any of the foregoing, but such mark
must be capable of distinguishing the applicant's goods or services.

15 U.S.C. 1092 Cancellation [Section 24]

Marks for the supplemental register shall not be published for or be subject to opposition, but
shall be published on registration in the Official Gazette of the Patent and Trademark Office.
Whenever any person believes that he is or will be damaged by the registration of a mark on this
register he may at any time, upon payment of the prescribed fee and the filing of a petition stating
the ground therefor, apply to the Commissioner to cancel such registration. The Commissioner shall
refer such application to the Trademark Trial and Appeal Board, which shall give notice thereof to
the registrant. If it is found after a hearing before the Board that the registrant is not entitled to
registration, or that the mark has been abandoned, the registration shall be canceled by the
Commissioner. However, no final judgment shall be entered in favor of an applicant under §1(b)
before the mark is registered, if such applicant cannot prevail without establishing constructive use
pursuant to §7(c).

15 U.S.C. 1093 Supplemental registration certificate [Section 25]

The certificates of registration for marks registered on the supplemental register shall be
conspicuously different from certificates issued for marks registered on the principal register.





