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five-year period, if applicable, has not expired) or to specify the petitioner(s) to
which the submitted fees apply. If the required fee(s) is not submitted, or the
specification made, within the time set in the notice, the first named party will be
presumed to be the party petitioner and additional parties will be deemed to be
party petitioners to the extent that the fees submitted are sufficient to pay the fee
due for each party petitioner. If persons are joined as party petitioners against a
registration sought to be cancelled in more than one class, the fees submitted are
insufficient, and no specification of parties and classes is made within the time set
in the written notice issued by the Office, the fees submitted will be applied first on
behalf of the first-named petitioner against as many of the classes in the
registration as the submitted fees are sufficient to pay, and any excess will be
applied on behalf of the second-named party to the petition against the classes in
the registration in ascending order.

(3) The filing date of the petition is the date of receipt in the Patent and Trademark
Office of the petition together with the required fee. If the amount of the fee filed
with the petition is sufficient to pay for at least one person to petition to cancel one
class of goods or services but is less than the required amount because multiple
party petitioners and/or multiple classes in the registration for which cancellation
1s sought are involved, and the required additional amount of the fee is filed within
the time limit set in the notification of the defect by the Office, the filing date of the
petition with respect to the additional party petitioners and/or classes is the date of
receipt in the Patent and Trademark Office of the additional fees.

[48 FR 3976, Jan. 28, 1983; 54 FR 37596, Sept. 11, 1989]
37 CFR 2.112 Contents of petition for cancellation.

(a) The petition to cancel must set forth a short and plain statement showing why the
petitioner believes it is or will be damaged by the registration, state the grounds for cancellation, and
indicate, to the best of petitioner's knowledge, the name and address of the current owner of the
registration. A duplicate copy of the petition, including exhibits, shall be filed with the petition.

(b)  Petitions to cancel different registrations owned by the same party may be joined in a
consolidated petition when appropriate, but the required fee must be included for each party joined
as petitioner for each class sought to be cancelled in each registration against which the petition to
cancel is filed.

[48 FR 3997, Jan. 28, 1983, as amended at 51 FR 28710, Aug. 11, 1986; 54 FR 34897, Aug. 22, 1989]
37 CFR 2.113 Notification of cancellation proceeding.

When a petition for cancellation has been filed in proper form (see §§2.111 and 2.112), a
notification shall be prepared by the Trademark Trial and Appeal Board, which shall identify the
title and number of the proceeding and the registration or registrations involved and shall designate
a time, not less than thirty days from the mailing date of the notification, within which an answer
must be filed. A copy of the notification shall be forwarded to the attorney or other authorized
representative of the petitioner, if any, or to the petitioner. The duplicate copy of the petition for
cancellation and exhibits shall be forwarded with a copy of the notification to the respondent (see
§2.118), who shall be the party shown by the records of the Patent and Trademark Office to be the
current owner of the registration or registrations sought to be cancelled, except that the Board, in its
discretion, may join or substitute as respondent a party who makes a showing of a current ownership
interest in such registration or registrations. When the party identified by the petitioner, pursuant
to §2.112(a), as the current owner of the registration or registrations is not the record owner thereof,
a courtesy copy of the petition for cancellation shall be forwarded with a copy of the notification to
the alleged current owner, which may file a motion to be joined or substituted as respondent. If the
petition is found to be defective as to form, the party filing the petition shall be so advised and
allowed a reasonable time for correcting the informality.

[48 FR 23136, May 23, 1983; 48 FR 27226, June 14, 1983, as amended at 54 FR 34897, Aug. 22, 1989]



IP/N/1/USA/T/2
Page 38

Trademark Laws and Regulations

37 CFR 2.114 Answer.
(@ If no answer is filed within the time set, the petition may be decided as in case of default.

(b)(1) An answer shall state in short and plain terms the respondent's defenses to each claim
asserted and shall admit or deny the averments upon which the petitioner relies. If the respondent is
without knowledge or information sufficient to form a belief as to the truth of an averment,
respondent shall so state and this will have the effect of a denial. Denials may take any of the forms
specified in Rule 8(b) of the Federal Rules of Civil Procedure. An answer may contain any defense,
including the affirmative defenses of unclean hands, laches, estoppel, acquiescence, fraud, mistake,
prior judgment, or any other matter constituting an avoidance or affirmative defense. When pleading
special matters, the Federal Rules of Civil Procedure shail be followed. A reply to an affirmative
defense need not be filed. When a defense attacks the validity of a registration pleaded in the
petition, paragraph (b)(2) of this section shall govern. A pleaded registration is a registration
identified by number and date of issuance in an original petition for cancellation or in any
amendment thereto made under Rule 15, Federal Rules of Civil Procedure.

(2)()) A defense attacking the validity of any one or more of the registrations pleaded in
the petition shall be a compulsory counterclaim if grounds for such counterclaim
exist at the time when the answer is filed. If grounds for a counterclaim are known
to respondent when the answer to the petition is filed, the counterclaim shall be
pleaded with or as part of the answer. If grounds for a counterclaim are learned
during the course of the cancellation proceeding, the counterclaim shall be pleaded
promptly after the grounds therefor are learned. A counterclaim need not be filed if
it is the subject of another proceeding between the same parties or anyone in
privity therewith.

(i1) An attack on the validity of a registration pleaded by a petitioner for
cancellation will not be heard unless a counterclaim or separate petition is
filed to seek the cancellation of such registration.

(ii1) The provisions of §§2.111 through 2.115, inclusive, shall be applicable to
counterclaims. A time, not less than thirty days, will be designated within
which an answer to the counterclaim must be filed.

@iv) The times for pleading, discovery, testimony, briefs, or oral argument will
be reset or extended when necessary, upon motion by a party, to enable a
party fully to present or meet a counterclaim or separate petition for
cancellation of a registration.

(¢)  The petition for cancellation may be withdrawn without prejudice before the answer is
filed. After the answer is filed, the petition may not be withdrawn without prejudice except with the
written consent of the registrant or the registrant's attorney or other authorized representative.

[30 FR 13193, Oct. 16, 1965, as amended at 46 FR 6940, Jan. 22, 1981; 46 FR 11548, Feb. 9, 1981; 51 FR 28710,
Aug. 11, 1986; 54 FR 34898, Aug. 22, 1989]

37 CFR 2.115 Amendment of pleadings in a cancellation proceeding.

Pleadings in a cancellation proceeding may be amended in the same manner and to the same
extent as in a civil action in a United States district court.

[48 FR 23136, May 23, 1983]

PROCEDURE IN INTER PARTES PROCEEDINGS
Authority: Sections 2.116 to 2.136 also issued under §17, 60 Stat. 434; 15 U.S.C. 1067.
37 CFR 2.116 Federal Rules of Civil Procedure.

(a) Except as otherwise provided, and wherever applicable and appropriate, procedure and
practice in inter partes proceedings shall be governed by the Federal Rules of Civil Procedure.

(b) The opposer in an opposition proceeding or the petitioner in a cancellation proceeding shall
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be in the position of plaintiff, and the applicant in an opposition proceeding or the respondent in a
cancellation proceeding shall be in the position of defendant. A party that is a junior party in an
interference proceeding or in a concurrent use registration proceeding shall be in the position of
plaintiff against every party that is senior, and the party that is a senior party in an interference
proceeding or in a concurrent use registration proceeding shall be a defendant against every party
that is junior.

(¢) The opposition or the petition for cancellation and the answer correspond to the complaint
and answer in a court proceeding.

(d) The assignment of testimony periods corresponds to setting a case for trial in court
proceedings.

(¢)  The taking of depositions during the assigned testimony periods corresponds to the trial in
court proceedings.

(§  Oral hearing corresponds to oral summation in court proceedings.

[30 FR 13193, Oct. 16, 1965. Redesignated and amended at 37 FR 7606, Apr. 18, 1972, as amended at 48
FR 23136, May 23, 1983]

37 CFR 2,117 Suspension of proceedings.

(a) Whenever it shall come to the attention of the Trademark Trial and Appeal Board that
parties to a pending case are engaged in a civil action which may be dispositive of the case,
proceedings before the Board may be suspended until termination of the civil action.

(b) Whenever there is pending, at the time when the question of the suspension of proceedings
is raised, a motion which is potentially dispositive of the case, the motion may be decided before the
question of suspension is considered.

(¢)  Proceedings may also be suspended, for good cause, upon motion or a stipulation of the
parties approved by the Board.

[48 FR 23136, May 23, 1983]
37 CFR 2.118 Undelivered Office notices.

When the notices sent by the Patent and Trademark Office to any registrant are returned to the
Office undelivered, or when one of the parties resides abroad and his representative in the United
States is unknown, additional notice may be given by publication in the Official Gazette for such
period of time as the Commissioner may direct.

37 CFR 2.119 Service and signing of papers.

(a) Every paper filed in the Patent and Trademark Office in inter partes cases, including
notice of appeal, must be served upon the other parties except the notice of interference (§2.93), the
notification of opposition (§2.105), the petition for cancellation (§2.113), and the notice of a
concurrent use proceeding (§2.99), which are mailed by the Patent and Trademark Office. Proof of
such service must be made before the paper will be considered by the Office. A statement signed by
the attorney or other authorized representative, attached to or appearing on the original paper when
filed, clearly stating the date and manner in which service was made will be accepted as prima facie
proof of service.

(b)  Service of papers must be on the attorney or other authorized representative of the party if
there be such or on the party if there is no attorney or other authorized representative, and may be
made in any of the following ways:

(1) By delivering a copy of the paper to the person served;

2) By leaving a copy at the usual place of business of the person served, with someone
in the person's employment;

3 When the person served has no usual place of business, by leaving a copy at the
person's residence, with a member of the person's family over 14 years of age and of
discretion;
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4) Transmission by the "Express Mail Post Office to Addressee" service of the United
States Postal Service or by first-class mail, which may also be certified or
registered;

(5) Transmission by overnight courier.

Whenever it shall be satisfactorily shown to the Commissioner that none of the above modes of
obtaining service or serving the paper is practicable, service may be by notice published in the
Official Gazette.

(c) When service 1s made by first-class mail, "Express Mail," or overnight courier, the date of
mailing or of delivery to the overnight courier will be considered the date of service. Whenever a
party is required to take some action within a prescribed period after the service of a paper upon the
party by another party and the paper is served by first-class mail, "Express Mail," or overnight
courier, 5 days shall be added to the prescribed period.

(d) If a party to an inter partes proceeding is not domiciled in the United States and is not
represented by an attorney or other authorized representative located in the United States, the party
must designate by written document filed in the Patent and Trademark Office the name and address
of a person resident in the United States on whom may be served notices or process in the
proceeding. In such cases, official communications of the Patent and Trademark Office will be
addressed to the domestic representative unless the proceeding is being prosecuted by an attorney at
law or other qualified person duly authorized under §10.14(c) of this subchapter. The mere
designation of a domestic representative does not authorize the person designated to prosecute the
proceeding unless qualified under §10.14(a), or qualified under paragraph (b) or (c) of §10.14 and
authorized under §2.17(b).

() Every paper filed in an inter partes proceeding, and every request for an extension of time
to file an opposition, must be signed by the party filing it, or by the party's attorney or other
authorized representative, but an unsigned paper will not be refused consideration if a signed copy is
submitted to the Patent and Trademark Office within the time limit set in the notification of this
defect by the Office.

[37 FR 7606, Apr. 18, 1972, as amended at 41 FR 760, Jan. 5, 1976; 54 FR 34898, Aug. 22, 1989]
37 CFR 2.120 Discovery.

(a) In general. The provisions of the Federal Rules of Civil Procedure relating to discovery
shall apply in opposition, cancellation, interference and concurrent use registration proceedings
except as otherwise provided in this section. The Trademark Trial and Appeal Board will specify the
closing date for the taking of discovery. The opening of discovery is governed by the Federal Rules of
Civil Procedure.

(b) Discovery deposition within the United States. The deposition of a natural person shall be
taken in the Federal judicial district where the person resides or is regularly employed or at any
place on which the parties agree by stipulation. The responsibility rests wholly with the party taking
discovery to secure the attendance of a proposed deponent other than a party or anyone who, at the
time set for the taking of the deposition, 1s an officer, director, or managing agent of a party, or a
person designated under Rule 30(b)(6) or Rule 31(a) of the Federal Rules of Civil Procedure. (See 35
U.S.C. 24)

(¢) Discovery deposition in foreign countries.

€Y The discovery deposition of a natural person residing in a foreign country who is a
party or who, at the time set for the taking of the deposition, is an officer, director,
or managing agent of a party, or a person designated under Rule 30(b)(6) or Rule
31(a) of the Federal Rules of Civil Procedure, shall, if taken in a foreign country be
taken in the manner prescribed by §2.124 unless the Trademark Trial and Appeal
Board, upon motion for good cause, orders or the parties stipulate, that the
deposition be taken by oral examination.

(2) Whenever a foreign party is or will be, during a time set for discovery, present
within the United States or any territory which is under the control and
jurisdiction of the United States, such party may be deposed by oral examination





